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Jacos M. Jacoss, trading as Jacoss Drua Company v. IopENT 
CuHEMiIcAL ComMPANY 


United States Circuit Court of Appeals for the Third Circuit 


June 6, 19380 


Trape-Marxs—INFRINGEMENT—TERRITORIAL ReEstRIcTIONS—LACHES 
Where appellant, although first to adopt and use the name 
“Iodent” as a trade-mark for tooth-paste, confined such use sub- 
stantially to the city of Paterson, New Jersey, he could not, under the 
doctrine of prior right, restrain the use by appellee of the same mark, 
adopted later in good faith, in territory not entered by appellant, 
particularly as the latter had long known of appellee’s use of the 
mark and took no steps to prevent it. 
In equity. Action for trade-mark infringement. From a 
judgment of the United States District Court for the District of 


New Jersey, plaintiff appeals. Modified and affirmed. 


C. C. Cousins for appellant. 
W. Heyward Meyers and Crichton Clarke, of New York City, 
and Howard C. Chilson, of Detroit, Mich., for appellee. 


Woottey, C. J.: The district court entered an interlocutory 
decree partly for the Iodent Chemical Company, the plaintiff, and 
partly for Jacob M. Jacobs, trading as Jacobs Drug Company, the 
defendant, with injunctions against both. Jacobs appealed. The 
Iodent Company did nothing, preferring, as it said, to postpone 
action until final decree. Yet after answering the case on Jacobs’ 
appeal it reserved in its brief points for discussion when ultimately 
it should appeal and then proceed to discuss them at length. As 
the Iodent Company has not appealed from the court’s findings 
of fact, which it could have done, it is not in position now to attack 
them. We shall, therefore, regard the court’s findings as unassailed 
and the facts established for present purposes. 

The principal finding—the one that lies at the base of every 
question—is that Jacobs was first to adopt and use the word 
“Todent” as a trade-mark for tooth paste. Anticipating this judg- 
ment of the court, Jacobs, by answer and cross-bill, claims all the 
rights, privileges and immunities of a holder of a trade-mark by 
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prior adoption, including the right to go everywhere in the United 
States, even into territories in which the Iodent Company had first 
gone and built up a trade with the mark and, accordingly, claims 
the right to enjoin its further use of the mark anywhere and the 
right to an accounting for past infringement. From the large record 
in this case there emerges, as often happens, a very narrow issue 
which we have no doubt is controlled in the main by the law of 
Hanover Star Milling Company v. Metcalf, 240 U. S. 403 [6 T.-M. 
Rep. 149; 26 S. Ct. R. 257] and United Drug Company v. Theo- 
dore Rectanus Company, 248 U. S. 90 [9 T.-M. Rep. 1; 39 S. Ct. 
Rep. 48]. 

The Iodent Company, the junior adopter, innocently and in 
complete ignorance of Jacobs’ prior adoption, coined and adopted 
the word “Iodent” in Detroit and by business efforts and costly 
advertising extended its business with the trade-mark all over the 
United States, including the State of New Jersey, all of which ter- 
ritory, except the City of Paterson in New Jersey, Jacobs, the 
senior adopter, had left unoccupied. Against this fact Jacobs 
claims, by reason of the first adoption of the trade-mark rather than 
by reason of his use of it, a title in gross or a right exclusively to 
use the mark throughout 47 States of the United States and 
throughout that part of New Jersey, the forty-eighth State, into 
which he had never entered. The Hanover Mills and Rectanus 
cases show the error in this claim as to all States except New Jer- 
sey and, we think, rule squarely against it. Our only concern is 
whether the learned trial court was right in withholding much of 
the State of New Jersey from Jacobs and in limiting his use of 
his first adopted trade-mark to the retail business in his own store 
or stores in the City of Paterson, and only in retail amounts and 
to retail customers buying for their own use and not for resale, 
though awarding him an accounting by the plaintiff for sales in that 
city. 

The facts on which this part of the decree was predicated are 
briefly these: 

Jacobs has for a long time conducted a retail drug business at 
a store in Paterson, N. J. In November, 1917, he adopted the 
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word “Iodent” as a trade-mark for a tooth paste and in the same 
month began ordering the paste from a New York concern and 
continued to order it until the maker was enjoined by a decree of 
a New York court, on bill of the instant plaintiff, entered on May 
25, 1926. During these nine years Jacobs purchased from this 
source only 29 gross of tooth paste packages or tubes. In Jan- 
uary, 1927, he purchased three gross from another source. He 
may have purchased still more from others but the amount, if any, 
was not substantial enough for him to show it in the record. This 
suit was brought on March 9, 1927. Thus he purchased, and we 
assume he sold under the trade-mark, about three and one-half gross 
per year, or less than one tube per day. Oddly enough, he sold 
the plaintiff's paste similarly marked at the same time. Jacobs, 
however, says in his brief that sales were made in “more than one 
store in Paterson,” that they were made “also in several places far 
removed from Paterson,” and that he “was expending his business 
and would have continued to do so except that, being a poor man, 
he lacked the necessary capital at that time.” 

As his sales activities, or lack of them, have an important bear- 
ing on the question of trade-mark territory, we have searched the 
record carefully to find the scope of his sales. The volume, so far 
as we can discover, was limited to approximately 32 gross. There 
is evidence of sales made in a store at one time owned by Jacobs 
and located in Midland, N. J. That was in 1917. Sales may have 
been made in a store in Brooklyn but of this Jacobs can give no cer- 
tain data. That was in 1918. A shipment was made to Philadel- 
phia but the amount and date are not given. He advertised his 
Iodent tooth paste in conjunction with his other wares in local 
papers and had customers for Iodent at his Paterson store from 
Passaic, Hackensack and perhaps other towns in the vicinity. 

On this evidence we hold with the learned trial judge that 
Jacobs’ Iodent business had for ten years been local to Paterson 
and at the time of suit and long before had been conducted at retail 
in his Paterson drug store. Clearly, therefore, Jacobs, as the court 
found, is entitled as the prior adopter to sell his paste under the 
trade-mark at retail in that store. Our concern, as we have said, 
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is whether, under his claim made as an alternative to his claim of 
title in gross, he has, by reason of his trade in the Paterson market, 
the right to sell tooth paste at retail or wholesale under his trade- 
mark in all other parts of New Jersey to the exclusion of the plain- 
tiff, the Iodent Chemical Company. 

Just here the case differs—or departs—from the Hanover 
Mills and Rectanus cases. The adoptions in each of those cases 
were, as here, in good faith and without notice of use in other ter- 
ritories. In the Hanover Mills case, the first adopter, resident in 
Ohio, was excluded from territory into which he had not entered 
until he followed the later adopter. In the Rectanus case, the first 
adopter, resident in Massachusetts, while permitted to go else- 
where, was kept out of the territory of the later adopter. The con- 
tested territory in each case was a State; the first Alabama, the sec- 
ond Kentucky. 

In the first case, the business of the first user in the territory 
in dispute was not local to any city, but was general, following a 
state-wide advertising campaign; in the second case, it was for a 
time restricted to “Louisville and vicinity,” the inference being that 
later it expanded. In both cases the use, once begun, was active 
and continuous through long periods. In both decisions the court 
gave the prevailing party a whole state for its trade-mark territory. 

This was in consonance with the concurring opinion of Mr. 
Justice Holmes in the Hanover Mills case in which he said in sub- 
stance that while he agreed with the decision of the court and with 
its reasoning, “so far as it goes,” yet it seemed to him that as trade- 
mark rights are conferred by the sovereignty of the State in which 
they are acquired and with which the Congress has nothing to do 
when marks are used in commerce wholly between citizens of the 
same State, Trade-Mark Cases, 100 U. S. 82, State lines are of 
importance, for it is only when one seeks to pass State lines with 
his mark that he may find himself limited by what has been done 
under sanction of a power coordinate with that of the State of origin 
and paramount over the new territory concerned. In a word, that 
a State should be the unit to which courts should direct their judg- 
ments. 
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Although the decision, first in the Hanover Mills case, and 
later in the Rectanus case, was in accord with this principle, the 
court, doubtless knowing Mr. Justice Holmes’ views before reach- 
ing its decision, did not by any expression in its opinion concur in 
them, or, if concurring in conference, it did not pronounce them as 
law or base its decision on them. For some reason, it did not go 
that far. It follows that whether a first adopter of a trade-mark 
may be restricted to territory less in area than that of a State is 
still an open question to be decided, we think, on the particular facts 
of the case. 

The controlling facts of this case as affecting territory of the 
whole State of New Jersey as a field for Jacobs’ use of his trade- 
mark are, in addition to those we have recited, that when the Iodent 
Company went into that State, in ignorance of his trade-mark, and 
expended its efforts and money in establishing and expanding a 
business for its tooth paste under the trade-mark, Jacobs did noth- 
ing. He knew what it was doing. Later, it is true, he notified it 
of his mark. That was all. He stood by and let the lodent Com- 
pany occupy territory which was normally his and which, had he 
exercised proper diligence, could not be wrested from him. 

Moreover, he not only stood by and watched the Iodent Com- 
pany develop its trade throughout the State of New Jersey with 
what he claims, and what the court has found, to be his trade-mark, 
but he actually assisted in developing its trade by selling the plain- 
tiff’s tooth paste bearing his own trade-mark. On the law that 
trade-mark rights grow out of use, not mere adoption, Hanover 
Mills v. Metcalf, supra, and on the principle recognized in law that 
there is no property in a trade-mark except as an incident to a busi- 
ness, we are inclined to the view that where, as here, one, owning 
a valid trade-mark and entitled to a given territory, fails by efforts 
which are reasonable in time and extent to project his business and 
the accompanying mark into that territory, he cannot by reason of 
the mere fact of ownership preempt that territory forever. 

We hold, on the facts, and on the law, bearing on them, that 
trade-mark rights, like other rights that rest on user, may be lost 


by abandonment, non-user, laches, or acquiescence, Hanover Star 
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Milling Co. v. Metcalf, supra, that Jacobs is estopped to eject the 
Iodent Company from the territory of New Jersey which he 
yielded, to assert trade-mark infringement by its acts and to re- 
cover its profits which, for years, he watched grow into potential 
damages. 

All questions raised by the defendant’s assignments of error 
on this appeal are resolved in favor of the plaintiff below save one. 
That one relates to costs, all of which the court taxed against the 
defendant. 

This case was instituted by the Iodent Company. By the de- 
cree it was compelled to change its label, was excluded from a por- 
tion of the trade in the City of Paterson and was required to account 
to the defendant for the profits it had realized and the damages the 
defendant had suffered by reason of marketing tooth paste under 
the defendant’s trade-mark in that city. Therefore, it is clear that 
the plaintiff did not wholly prevail in its suit. 

While the taxation of costs in equity actions is largely within 
the discretion of the trial judge, we are of opinion, and are con- 
strained to find, that in this case they should not have been taxed 
entirely against the defendant. Therefore, we direct that either 
upon final decree or other final disposition of the case, the costs in 
the trial court be divided between the parties in such proportions 
as the learned trial judge shall in his discretion determine. The 
decree with this modification is, on the questions raised, affirmed, 
costs of this appeal (including cost of the record), where the 
defendant-appellant prevailed on one matter, to be taxed in the pro- 


portion of two-thirds against him and one-third against the plain- 
tiff-appellee. 
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Vick CHEemicaL Company v. STROHMEIER 
(39 F (2d) 89) 


United States District Court Eastern District of Pennsylvania 
April 3, 1930 


Trape-MarKs—INFRINGEMENT AND Unratn Competirion—Use or Puarn- 
TIFF’s Propucr as INGREDIENT. 


Defendant put out a cough remedy under the trade-mark “Stroh- 
meier’s Wonder Drops,” bearing the statement “Medicated with Vick’s 
Vapo Rub,” plaintiff's product. Held, that, although defendant had 
a right to use plaintiff's product as an ingredient of his cough remedy 
and to so state, if he did not thereby deceive the public, the evidence 
showed that practically no “Vapo Rub” was used therein. Defendant 
was accordingly enjoined from a further use of plaintiff’s mark. 


In equity. Action for trade-mark infringement and unfair 
competition. Decree for plaintiff. 


Allen M. Reed, of Chicago, Ill., James F. Hoge, of Greens- 
boro, N. C., and J. S. Clark, Jr., of Philadelphia, Pa., for 
plaintiff. 

Frederick S. Stitt, of Washington, D. C., and Busser & Hard- 
ing, of Philadelphia, Pa., for defendant. 


Tuompson, D. J.: This suit was brought by bill in equity 
praying for an injunction to restrain alleged infringement of the 
plaintiff's trade-mark and unfair competition in trade. The plain- 
tiff, Vick Chemical Company, and its predecessors have for many 
years manufactured and sold a medicinal salve under the name 
“Vick’s Vapo Rub.” The product contains certain volatile sub- 
stances combined in a petrolatum base by a process and formula 
originated by the plaintiff and recommended and intended for use 
in the treatment of colds, coughs, and other forms of congestion 
and inflammation. The plaintiff has caused the words “Vick’s” 
and “Vapo Rub” to be duly registered as its trade-marks under 
the Act of February 20, 1905 (15 U. S. C. A. §§ 81-109). It has 
built up and established a very extensive and profitable business 
throughout the United States and has expended large sums in ad- 
vertising and distributing its product. 
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These facts are conceded by the defendant, and it is also con- 
ceded that the product is efficacious for the treatment of throat ail- 
ments. 

The defendant began in 1927 to manufacture and sell a cough 
drop which he calls the “Wonder Drop.” He uses that name as 
his trade-mark, and has applied for its registration as such in the 
Patent Office. The defendant puts his cough drop upon the mar- 
ket under the name of “Strohmeier’s Wonder Drop” and sells it in 
small boxes, and in cans and cartons which have prominently 
marked upon them the words, “Medicated with Vick’s Vapo Rub.” 
The defendant has built up a large and successful business in his 
cough drops and asserts that he uses the plaintiff's trade-names and 
the statement that his product is medicated with Vick’s Vapo Rub 
in the exercise of a lawful right to purchase the product of 
the plaintiff and use it in his cough drops and to advertise and sell 
it as containing the plaintiff's product, and to thereby inform the 
public that he is using a product for which his encomiums extol the 
excellence of the plaintiff’s product as highly as those of the plain- 
tiff itself. 

It is claimed by the plaintiff that the public is confused and 
deceived into the erroneous belief: 




















“First, that the defendant’s cough drops are manufactured by the 
plaintiff ; 

“Second, that the defendant is connected or in some way associated 
with the plaintiff in the manufacture of the cough drops; 

“Third, that the plaintiff's well-known trade-marks warrant the char- 
acter and standard of quality of the cough drops; and 

“Fourth, that the medicinal properties of Vick’s Vapo Rub are pres- 
ent in the cough drops in sufficient quantity to impart to them the effects 
and results commonly associated with the use of Vick’s Vapo Rub.” 





















Ample testimony was produced through witnesses on behalf of 
the plaintiff to establish the fact that druggists and other dealers 
had sent orders to the plaintiff and to its distributors for Vick’s 
Cough Drops, and ample testimony through witnesses on behalf of 
the defendant to establish the fact that they sold Strohmeier’s Won- 
der Drops but had never been asked for them under any other name. 
The effect of this proof on the part of the defendant was merely to 
show by his witnesses that some part of the purchasing public was 













VICK CHEMICAL CO. V. STROHMEIER 291 


not confused as to the source and manufacture of the Wonder Drop. 
It does not contradict the testimony of witnesses on behalf of the 
plaintiff. The evidence is sufficient in my opinion to warrant the 
conclusion that the impression of a large proportion of the pur- 
chasing public is that the defendant’s cough drops are manufactured 
by the plaintiff or that the defendant is connected or associated in 
such manufacture with the plaintiff. It is not denied by the de- 
fendant that his intention is to represent to the public that the me- 
dicinal properties of Vick’s Vapo Rub are present in his cough 
drops in sufficient quantity to impart to them the effects and results 
commonly associated with Vick’s Vapo Rub. 

The evidence shows that the plaintiff's Vapo Rub and its busi- 
ness standing has enabled it to obtain for its product a much wider 
and more favorable reputation than that of Strohmeier’s Wonder 
Drop. There was, therefore, a very attractive temptation to the 
defendant to take advantage of this established standing and repu- 
tation of the plaintiff and its product for stimulating trade in 
Strohmeier’s Wonder Drops which they would not have had with- 
out appropriating the plaintiff's trade-name to aid in bestowing a 
reputation upon the defendant’s product. 

The defendant asserts that his acts are justified under the 
authority of Prestonettes, Inc. v. Coty, 264 U. S. 359, 44 S. Ct. 350, 
351, 68 L. Ed. 781 [18 T.-M. Rep. 185]. The gist of the Coty 
case, so far as it is applicable to the present case, is stated tersely 
by Mr. Justice Holmes as follows: 


“Defendant of course by virtue of its ownership had a right to com- 
pound or change what it bought, to divide either the original or the modi- 
fied product, and to sell it so divided... . 

“If the compound was worse than the constituent, it might be a mis- 
fortune to the plaintiff, but the plaintiff would have no cause of action as 
the defendant was exercising the rights of ownership and only telling the 
truth. 

“It [the trade-mark] does not . . . . prohibit the use of the word or 
words. . . . A trade-mark only gives the right to prohibit the use of it so 
far as to protect the owner’s good will against the sale of another’s product 
OW TM «6: % 

“It seems to us that no new right can be evoked from the fact that the 
perfume or powder is delicate and likely to be spoiled, or from the omni- 
present possibility of fraud. If the defendant’s rebottling the plaintiff's 
perfume deteriorates it and the public is adequately informed who does 
the rebottling, the public . . . . is likely to find it out.” 






















292 TWENTY TRADE-MARK REPORTER 






Judge Morris followed the doctrine of the Coty case in Stand- 
ard Oil Company v. California Peach §& Fig Growers, Inc. (D. C.) 
28 F. (2d) 283, 285 [19 T.-M. Rep. 1] in the following language: 
“The mere fact, however, that genuine goods are used by their pur- 
chaser as an ingredient of a combination confers no right upon him to use 
the trade-mark of that ingredient as the trade-mark for the new article. 
. . . But such purchaser may state the nature of the component parts, 
the source from which they were derived, and may use on his own labels 
or cartons the name designating the purchased ingredient to show the true 
relation of that ingredient to the new article or combination offered by 
him for sale, provided such name be used collaterally and in a manner not 


to lead the public to believe that the new product and the ingredient ema- 
nate from the same source.” 


If the defendant is merely using Vapo Rub as a part of a com- 
pound without fraud, and using in his labels statements showing 
the true relation of Vapo Rub to the cough drops, and does not mis- 
lead the public to believe that the product of his combination is put 
forth by the plaintiff or that the plaintiff is connected with its pro- 
duction, he is conducting his business in accordance with his rights. 
This brings us, therefore, to the question whether the statement, 
“Medicated with Vick’s Vapo Rub,” as applied to these cough drops, 
is true. It was conclusively established by chemists called as wit- 
nesses for the plaintiff that the results of analyses made by them 
of “Vick’s Vapo Rub” and of “Strohmeier’s Wonder Drops” show 
that the principal volatile constituent in the Strohmeier product is, 
to the extent of 50 per cent or more, oil of anise, and that there is 
no oil of anise in Vick’s Vapo Rub, and therefore, if Vick’s Vapo 
Rub is used in the manufacture of the defendant’s cough drops, the 
composition of the Vapo Rub is changed in the heating necessary 
to produce the cough drop so that a very small percentage of the 
volatile ingredients of Vick’s Vapo Rub is found in Strohmeier’s 
Wonder Drops. I find from the medical testimony that, as manu- 
factured, there is no real medication by means of Vick’s Vapo Rub 
in the defendant’s product. That being the case, the statement of 
medication is false and untrue. 

The burden of proof in these cases is upon the defendant to 
show that he is justified in using the plaintiff's trade-name. Jacobs 
v. Beecham, 221 U. S. 268, 81 S. Ct. 555, 55 L. Ed. 729 [1 T.-M. 
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Rep. 55]. The defendant did not sustain that burden against the 
testimony of the plaintiff's chemical and medical experts, and it, 
therefore, goes uncontradicted. 

There was some faint suggestion at the close of the hearing 
that the defendant be allowed by decree of the court to substitute 
for the word “Medicated” the word “Flavored.” I am not satisfied, 
however, that the defendant has introduced any testimony sufficient 
to sustain his claim that Vick’s Vapo Rub is used at all in his cough 
drops. The testimony on the part of the defendant and his em- 
ployees was entirely too loose and general to predicate upon it a 
finding of fact in a situation where the defendant must sustain the 
burden of proof. I do not feel, therefore, that there is any duty 
incumbent upon the court to direct the defendant in the manner in 
which he may lawfully conduct his business in the future so as not 
to violate the plaintiff's rights. 

The defendant will be enjoined against the use of the plain- 
tiff’s trade-name, as he has been using it, to deceive and perpetrate 
a fraud upon the public and, by pirating its trade-marks, to injure 
and damage the reputation the plaintiff has built up. 

A decree may be entered for an injunction accordingly and for 
damages sustained by the plaintiff and profits derived by the de- 
fendant from his acts of infringement and unfair competition. 


Cuicaco Pneumatic Toot Co. v. THe Birack & Decker Mra. Co. 
United States Court of Customs and Patent Appeals 
April 10, 1930 


Trape-Marxs—“Hicycie” ror Moror-prtven Toors—Descriptive Term. 
The word “Hicycle” used as a trade-mark for drills, screwdrivers, 
socket wrenches and grinding machines, all electrically driven, held 
descriptive of the goods, and the decision granting petition for can- 
cellation was affirmed. 


On appeal from a decision of the Commissioner of Patents, 
granting petition to cancel a trade-mark registration. Affirmed. 
For the Commissioner’s decision, see 18 T.-M. Rep. 494. 
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Ira L. Nickerson, of Baltimore, Md., for appellant. 
John E. Cross, of Baltimore, Md., for appellee. 


Garrett, J.: This proceeding involves a petition by ap- 
pellee for the cancellation of the trade-mark “‘Hicycle,’ registered 
by appellant under the Trade-Mark Act of February 20, 1905, in 
the United States Patent Office, the date of its registration being 
June 30, 1925, No. 200,387. 

Appellant is a New Jersey corporation engaged largely in 
the manufacture of portable power tools, including electrical tools 
and devices. Petitioner is a Maryland corporation similarly en- 
gaged. 

The history of the proceedings appears to be that appellant 
learned that appellee was using the words “High Cycle Tool” 
upon the name plates of certain of the tools of the latter's manu- 
facture. These words were not registered, nor had appellee 
offered to register them. Upon obtaining the information as to 
their use by appellee, appellant on August 25, 1926, gave notice 
to the former to cease immediately the use of “ “High Cycle’ and 
of all other words or expressions identical with or closely simulat- 
ing the registered trade-mark of Chicago Pneumatic Tool Com- 
pany, which may deceive or confuse the public as to the origin 
of the goods.” 

The Black & Decker Manufacturing Company thereupon filed 
its petition in the Patent Office, praying that the certificate of 
registration of the word “Hicycle”’ to Chicago Pneumatic Tool 
Company be cancelled. 

Petitioner alleged that the word “Hicycle” was a misspelled 
descriptive word, not entitled to registration for use on the goods 
for which it was registered; that it was not in any sense a trade- 
mark by which “the goods of the registrant may be distinguished 
from other goods of the same class” and that it was not entitled 
to registration under Section 5 of the Trade-Mark Act. It further 
alleged that it deemed itself to be injured and damaged. 

Appellant admits that its registered trade-mark “Hicycle” 
is formed “by combining and phonetically spelling the words ‘High 
Cycle,’”’ but denies that it is descriptive of its goods or of the 
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character and quality thereof; insists that it was and is entitled 
to the registration and denies that petitioner has been injured in 
its business as alleged. 

The Examiner of Interferences sustained the petition and 
upon appeal his decision was affirmed by the Commissioner. From 
this latter decision the matter is brought before us by further 
appeal. 

Other allegations and assertions contained in the Petition and 
Answer are omitted from our statement because not material to 
the issue upon which the case must turn, viz.: Is the word “Hi- 
cycle” a descriptive word, as applied to the goods involved, and 
so barred by the statute? It is conceded that the goods to which 
the respective words are applied are of the same descriptive prop- 
erties, practically identical in some instances, and that “Hicycle” 
is a phonetic spelling of a combination of the two words “High” 
and “Cycle.” 

The pertinent portion of Section 5 of the 1905 Trade-Mark 
Act reads: 


“Provided, That no mark which consists merely . . . . in words 

. . . Which are descriptive of the goods with which they are used, or of 

the character or quality of such goods, . . . . shall be registered under 
the terms of this Act.” 

The goods upon which the respective words at issue are ap- 
plied consists of articles such as portable drills, screwdrivers, 
socket wrenches and grinding machines, so manufactured as to 
contain electrically operated motors for motivating the tool part, 
or machine. Appellant claims use of its word on the generator 
sets also. 

The particular tools to which the respective words are applied 
are tools operating at a frequency in excess of 60 cycles per second. 

In electrical nomenclature a cycle, as defined by the Examiner 
of Interferences, who seems to have followed the definition given 
in a work on general physics filed as one of petitioner's exhibits 
in the case, is that it “consists of two successive reversals of direc- 
tions of the electromotive force or current.” 

Funk & Wagnalls’ New Standard Dictionary defines “cycle”: 
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“Elec. A full period of an alternating current, beginning at the zero 
line, going to maximum in one sense, returning to zero, going to maximum 
in the other sense, and then returning to zero.” 

What is known as “frequency” depends upon the number of 
cycles per second, that is the “number of cycles is called the 
frequency.” 

To express the matter in common parlance, as best we can, 
we understand that the number of revolutions or the speed of 
operation of the tool, say of the drill, in these “Hicycle” and 
“High Cycle” devices is dependent upon the frequency of the 
alternations of the electric current in the motors which constitute 
their propelling power, and this frequency depends upon the 
number of cycles per second—that is, upon the number of times 
per second which the current makes two successive reversals of 
direction. The electromotive force passing from the starting 
point to maximum in one sense, thence back by the starting point 
to maximum in another sense and thence back to starting point 
constitutes a cycle, and the number of cycles per second deter- 
mines “frequency,” which in turn governs the number of revolu- 
tions or the speed of the tool as it operates. 

Appellant seems to have been first in the field in the manu- 
facture of the particular articles to which the respective words 
are applied. It began to place its goods upon the market in 
the latter part of 1924 or early in 1925; appellee began to place 
drills on the market in February, 1926, and other classes in 
March, April and July, 1926, respectively. In each instance the 
actual development of the tools in their respective plants had 
preceded these respective dates, appellant being the earlier in de- 
velopment as well as in marketing. 

Much testimony was taken in the case by both parties, por- 
tions of it being quite technical in character and dealing with the 
meaning of electrical terms and phraseology. Many exhibits were 


filed and the case was ably presented by both briefs and oral 
arguments. 


To review the evidence in minute detail would unduly lengthen 
this opinion. It has received our very careful study and analysis. 
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We think it may be taken as conceded that the phonetically 
spelled word “Hicycle’” has whatever meaning attaches to the two 
words “High Cycle.” If the phrase is descriptive, then the word 
is equally so and vice versa. In other words, if appellant was 
entitled to register “Hicycle” it might have registered “High 
Cycle” also; they mean the same thing, and “Hicycle” is not 
a coined word except as it is phonetically spelled. We, therefore, 
treat the word and the phrase as being synonomous. 

Appellant’s insistence is that the evidence of the experts in 
the electrical art who were called shows that “High Cycle” is 
not synonomous with “High Frequency” and that the phrase from 
which it made its word is not, when “High” and “Cycle” are 
considered in the light of their respective definitions, descriptive 
of its goods or their qualities and characteristics. It insists that 
“not a single instance is in evidence by petitioner of the use of 
the two words ‘high’ and ‘cycle’ together for any purpose, in any 
dictionaries, textbooks or technical literature”; that the testimony 
of petitioner's witnesses is contradictory; that there is some testi- 
mony that the words mean “high frequency,” other testimony 
that they mean “high speed” and still other testimony that they 
indicate “danger” and the burden being upon appellee, it must 
clearly establish that they did mean one of these, or have some 
meaning, in order to prevail. 

As we understand appellant’s contention, it is that the words 
in fact have no meaning in the art in which it is engaged as applied 
to the tools and products to which it is applying “hicycle,’ or at 
least that they had no descriptive meaning “at the time of the adop- 
tion of the mark” (italics quoted) and that if they have any such 
meaning now, it results wholly from appellant’s use, advertising and 
explanations of them; that its mark was a word arbitrarily chosen 
after much thought and investigation by its officials and with the 
feeling of certainty that, considering the true meaning of the words 
of which it is composed, it did not constitute a descriptive phrase, 
as applied to their products. 

Appellant has produced technical testimony and by cross- 
examination of some of petitioner’s witnesses, secured admissions 
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which furnish ground for making the argument as we have tried 
to state it. It is not satisfactorily shown that prior to its use of 
the registered mark, the words “High” and “Cycle” appeared 
together in any publication relating to the electrical art, or were 
used together in the electrical trade generally. 

On the other hand, however, appellee produced testimony 
also by technical men, and likewise, upon cross-examination, drew 
admissions from one or more of the witnesses of appellant, which 
strongly indicate that there is such a degree of similarity in mean- 
ing between “High Frequency” and “High Cycle” as to justify 
the contention that among purchasers of the articles and gen- 
erally among those not highly educated in the electrical terms, 
nor skilled in the details of the electrical art, the phrases, as 
applied to the goods in question, are synonomous in meaning. This 
evidence is quite strong, we think, in indicating both a technical 
and common understanding of the meaning of the words which 
fully comports with descriptiveness. 

Concededly, the words “High Frequency” would be descrip- 
tive applied to the tools here involved and could not be registered 
as a trade-mark for use upon them. According to all the expert 
testimony in this record, the “Cycle” has a direct relation to the 
“frequency,” at least to the extent that frequency depends upon 
the number of cycles per second. 

The Commissioner of Patents said: 


“The publication High-Speed Motors in the Wood-Working Industry 
by the Westinghouse Electric and Manufacturing Company, reprinted 
from a publication of May, 1922, in The Wood-Worker seems conclusive 
that the trade understood the words ‘high cycle’ to indicate an electrically 
driven rotary tool or device whose speed is dependent upon the frequency 


or the number of cycles per second of the alternating current by which it 
is driven.” 


The Examiner of Interferences, an expert of the Patent Office, 
had, in his decision, made a similar finding from this publication 
which is one of petitioner's exhibits in the case. 

Appellant insists these findings were erroneous because the 
publication does not show the words “High” and “Cycle” to be 
used together. With this contention we cannot agree. It is not 
necessary that they should have been so specifically arranged to 
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lead to the conclusion which the tribunals of the Patent Office 
drew, and we agree with the latter. 

The word “High” has long had a use in connection with 
various words incident to the electrical art, and when so used, as 
well as when used in common parlance, it has a well understood 
meaning. The Examiner said: 


“Such expression as high frequency, high current, high voltage, high 
tension, high resistance, etc., are common in the electrical field and convey 
the meaning that the phenomena or condition in connection with which it 
is used is more than, or above, the customary or average.” 

The word “Cycle” has long had its place in electrical nomen- 
clature. When the word “High” is applied to it bearing in mind 
the meaning of “High” when used in the electrical field, it would 
surely convey the meaning that cycle phenomena “is more than, 
or above, the customary or average.” 

As has been stated, the electrical tools involved are manu- 
factured to operate at a speed which is occasioned by a frequency 
produced as the effect of alternations that constitute more than 
60 cycles per second, which therefore had been the ordinary cycle 
maximum in the electrical tool art. 

It seems to us that to hold with appellant in this case would 
require the application of a higher degree of technical refinement 
than we think the Trade-Mark Registration Act contemplates. 
We cannot doubt that, whatever distinction those having highly 
specialized learning as to electrical technique might be able to 
draw by strict construction of electrical terms, the phrase “High 
Cycle,” as applied to these motor-driven tools, does convey to the 
public generally a definite meaning distinctly descriptive of the 
tools. The relation between the cycle of the current and the 
revolution or operation of the tool or mechanism is too direct and 
immediate, in our view, to admit of any other conclusion. We 
think it is more than suggestive and amounts to descriptiveness. 

Careful thought has been given to appellant’s contention that 
the matter must be determined upon the meaning, or lack of 
meaning, in the word registered at the time of its registration and 
that it may not be decided upon the meaning it has come to have 
as a result of appellant’s teachings. 
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We do not think this argument applicable here, because, while 
even if it be conceded that the words had not been used together 
prior to its appropriating them, nevertheless, their meaning as 
used separately in the electrical art was the same then as it is now, 
and their descriptive character appeared and became fixed and 
manifest when they were brought together. 

Numerous authorities support the proposition that words de- 
scriptive of the use and characteristics of goods are not the proper 
subject for technical trade-mark registration. Among others are 
Standard Paint Co. v. Trinidad Asphalt Co., 220 U. S. 446 
({1 T.-M. Rep. 10] 31 S. Ct. Rep. 356); William R. Warner & 
Co. v. Eli Lilly §& Co., 265 U. S. 526 ([14 T.-M. Rep. 247] 44 
S. Ct. Rep. 615); In re Packard Motor Car Co., 46 App. D. C. 
555 [7 T.-M. Rep. 592]; Cutler Hammer Mfg. Co., 354 O. G. 499. 

Both tribunals of the Patent Office concurred in the decision 
in this case. Quite naturally and properly this court in all cases 
gives great weight to their findings, and this is especially true 
upon questions so technical as that here involved, of which the 
Examiner in particular is charged with and possesses a high degree 
of special knowledge. 

We find no error in the decisions and that of the Commissioner 
is affirmed. 


Sun-Marw Raisin Growers oF CALIFORNIA Vv. AMERICAN GROCER 
Co. 


United States Court of Customs and Patent Appeals 


April 14, 1980 


Trape-Marxs—“Sun-Maim”—Goons or Same Descriptive Properties. 
Wheat flour held to be of the same descriptive properties as dried 
fruits, raisin-seed salad oil, mince meat, raisins and nuts, dried fruits 
and raisins, candy, canned raisins, flavoring extracts, nuts, table syrup, 
rice, sauces for food flavors, vinegar, edible oil, molasses, breakfast 
cereals, baking powder, corn starch, pie fruit, and raisin syrup. 


On appeal from a decision of the Commissioner of Patents, 
dismissing a trade-mark opposition. Reversed. For the Com- 
missioner’s decision, see 18 T.-M. Rep. 3815. 
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Miller § Boyken (George W. Door and Charles R. Allen, of 
counsel), all of San Francisco, Calif., for appellant. 
B. G. Foster for appellee. 


Buanp, J.: The American Grocer Company, appellee herein, 
was the’ applicant in the Patent Office for the registration of a 
trade-mark hereinafter described. The Sun-Maid Raisin Growers 
of California were the opposers. The mark which was sought to 
be registered by the applicant is the word “Sun-Maid” placed above 
a representation of a small girl in a standing position, holding a 
bundle of wheat in each arm. Behind the girl’s head and shoulders 
is the upper half of a dish which represents the sun radiating light. 
It is not disputed but that this proposed trade-mark is quite similar 
to the trade-mark used by opposer. Appellee styles it ““A Chinese 
copy” of the same. When placed side by side differences are ap- 
parent, but only in detail—the maid of applicant appears younger 
than the maid of opposer and bundles of wheat are substituted for 
a tray of grapes. 

Applicant seeks registration for the mark to be used for 
wheat flour which is sold in barrels and other containers to bakers 
and grocers and its alleged first date of use is August 5, 1926. 
Opposer’s use of the trade-mark antedated that of applicant by 


eleven years, and since 1905 it has been used on a large variety of 
goods. Its use began on dried raisins, and since 1905 the line of 
merchandise manufactured and sold by opposer under said trade- 
mark has been extended until at the date of filing the opposition, 
opposer had six different registrations in the Patent Office used on 
many different kinds of dried fruits, also raisin-seed salad oil, 


mince meat, raisins and nuts, dried fruits and raisins, candy, 
canned raisins, flavoring extracts, nuts, table syrup, rice, sauces for 
food flavors, vinegar, edible oil, molasses, breakfast cereals, baking 
powder, cornstarch, pie fruit, and raisin syrup. 

One of the trade-marks registered by the opposer, in 1924, 
consists of the words “Sun-Maid Baker,” which are placed on a 
baker’s cap worn by a man in baker’s uniform, holding a cut loaf 
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of fruit or raisin bread in his hand, the fruit or raisins showing at 
the end of the loaf. 

The Sun-Maid Raisin Growers of California are the manu- 
facturers and sellers of products grown by the Sun-Maid Raisin 
Growers Association. All of the stock of the latter is owned by 
the former. The allied companies, according to the record, up to 
May 81, 1927, had spent over $14,000,000 in advertising the Sun- 
Maid products, and up to that time, the value of the products 
handled was more than $198,000,000, and they were sold exten- 
sively throughout the entire United States and practically every 
civilized country in the world. 

The Examiner of Trade-Mark Interferences dismissed the 
notice of opposition and adjudged that the applicant be entitled 
to registration on the ground that the merchandise upon which ap- 
plicant sought to use and had used its trade-mark was not of the 
same descriptive properties as the merchandise of opposer. Upon 
appeal, the Commissioner affirmed the action of the Examiner and 
held that table syrup, raisin syrup, cereals and baking powder 
were not merchandise of the same descriptive properties as wheat 
flour. 

The record discloses that raisin syrup is chiefly used by and 
sold to the baking trade and is sold in barrels and in five-gallon 
cans and that it is used for making raisin bread and other related 
pastry products, and is also used to a certain extent for table pur- 
poses. The American Grocer Co., applicant, located at Little 
Rock, Ark., sells flour in barrels to the same baking trade in 
Arkansas and elsewhere to which opposer sells its line of goods, 
both selling under the trade-mark name “Sun-Maid.” 

The record offers no reason why applicant seeks to use a 
trade-mark almost identical with that of opposer, but the reason 
to us seems obvious. Applicant hopes to profit from the well- 
advertised and favorably-known merchandise sold by opposer. 
That confusion would resylt in the mind of the public and to the 
purchasers of goods, if applicant used his proposed Sun-Maid 
trade-mark on wheat flour, we think is more than probable. No 
proof of actual confusion is necessary in this case. Patton Paint 
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Co. v. Orr’s Zine White, 48 App. D. C. 221 [9 T.-M. Rep. 74]; 
A. Leschen & Sons Rope Co. v. Broderick & Bascom Rope Co., 36 
App. D. C. 451 [1 T.-M. Rep. 87]. 

It seems to be the position of the Patent Office and of the 
applicant that, as affects the goods at bar, it is immaterial if con- 
fusion and deceit result as long as the merchandise of the one is 
not of the “same descriptive properties’ as the merchandise of the 
other, giving the phrase “same descriptive properties” its ordinary 
and restricted meaning. 

To so conclude is to lose sight of the trade-mark legislation 
as a whole and the purpose of its enactment. “ “The law of trade- 
marks is but a part of the broader law of unfair competition,’ the 
general purposes of which is to prevent one person from passing 
off his goods or his business as the goods or business of another.” 
American Steel Foundries v. Robertson, 269 U. S. 872 [16 T.-M. 
Rep. 57, 46 S. Ct. Rep. 160]. Congress by the enactment of the 
Trade-Mark Act of 1905 never intended to authorize the registra- 
tion of a trade-mark, the use of which could be prevented by resort 
to common law. (See California Packing Corp. v. Tillman & 
Bendel, Inc., Patent Appeal No. 2841, 17 Ct. Cust. & Pat. Appls. 
[20 T.-M. Rep. 288], — Fed. (2d) —, and B. F. Goodrich Co. v. 
Clive M. Hockmeyer (Zip-On Mfg. Co., substituted), Patent Ap- 
peal No. 2208, 17 Ct. Cust. & Pat. Appls. [20 T.-M. Rep. 205], — 
Fed. (2d) —, both decided concurrently herewith. Also see Yale 
Electric Co. v. Robertson, 26 Fed. (2d) 972 [17 T.-M. Rep. 414], 
and Levy v. Uri, 31 App. D. C. 441. 

Congress was given no constitutional authority to pass legis- 
lation concerning trade-marks inconsistent with the common law 
(American Steel Foundries v. Robertson, supra), and we think it 
is obvious from the context of the act and the report of the com- 
mittee which reported the trade-mark bill that it never intended to 
do so. (Idem.) The dominant purpose of the trade-mark act 
was to protect the public and purchasers against confusion. It 
never intended that a trade-mark should be registered if its use 
was likely to cause confusion or mistake in the mind of the public 
or if purchasers were likely to be deceived by its use. 
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Taking into consideration all the facts in this case, is it free 
from doubt that a customer who used the above-described flour, 
raisins, raisin syrup and baking powder in baking bread and 
pastries would not conclude that the flour was produced and sold 
by the same person who sold and produced the other articles? 
Confusion in origin, we think, would be likely to result even though 
the articles differed in many of their inherent characteristics. The 
fact that raisin syrup is a liquid, while wheat flour is a powdered 
grain, and that one is the product of a fruit and the other of a 
cereal, under the circumstances of this case would not insure against 
confusion where identical or almost identical trade-marks are used. 

In determining whether the merchandise of one is of the same 
descriptive properties as the merchandise of another, within the 
meaning of the proviso in section 5 of the Trade-Mark Act, we 
must take into consideration what Congress was attempting to do. 
In its attempt to prevent confusion was confusion as to the origin 
of the goods in mind? If it was not, then its legislative effort 
would not be in furtherance of and in harmony with the common 
law but a step in another direction. We must not impute such an 
intent to the framers of the act. 

It will not be seriously contended here or elsewhere, we think, 
that confusion in origin which results from the fact that one person 
by the use of another’s trade-mark leads the public to believe that 
his goods are made by the other, is not mischief which equity will 
prevent. Aunt Jemima Mills Co. v. Rigney, 247 Fed. 407 [8 T.-M. 
Rep. 163]; Del Monte Special Food Co. v. California Packing 
Corp., 84 Fed. (2d) 774 [19 T.-M. Rep. 448]. 

In sections 16, 17, 18, 19, 20 and 21 of the Trade-Mark Act, 
great care was taken to provide for actions at law and equity for 
the purpose of carrying out the intent of the law. “Confusion” 
in the Patent Office in connection with the registration of a trade- 


mark should mean the same as “confusion” in a court of equity 
where the use of the trade-mark is in dispute. In determining 
what Congress meant by the words “merchandise of the same de- 
scriptive properties” we must read them in connection with the 
words “goods of the same class” in the first part of the section and 
“merchandise of substantially the same descriptive properties” in 





SUN-MAID RAISIN GROWERS OF CALIF. V. AMERICAN GROCER CO. 305 


section 16 of the Act. The provision for opposition in section 6 
which provides that ““Any person who believes he would be damaged 
by the registration of a mark” may oppose the same, etc., also 
should be taken into consideration. (Italics ours.) 

The views herein expressed are in entire harmony with and 
are supported by the later decisions of the Court of Appeals of 
the District of Columbia, which has probably, during the last quar- 
ter of a century, decided more trade-mark cases than all the other 
courts combined, in the same length of time. See Duro Pump & 
Mfg. Co. v. California Cedar Products Co., 56 App. D. C. 156 
[16 T.-M. Rep. 87; 11 (2d) 1105]; Macy & Co. v. Carter §& Sons, 
56 App. D. C. 249 [16 T.-M. Rep. 227, 12 (2d) 190]; Haas Bros. 
Fabrics Corp. v. Bliss, Fabyan & Co., 57 App. D. C. 44 [17 T.-M. 
Rep. 17]; Di Santo v. Guarneri, 57 App. D. C. 89 [17 T.-M. Rep. 
125]; Blek Co. v. Mishawaka Rubber § Woolen Mfg. Co., 57 App. 
D. C. 149 [17 T.-M. Rep. 187]; Kassman § Kessner v. Rosenberg 
Bros. Co., 56 App. D. C. 109 [16 T.-M. Rep. 131; 10 (2d) 904] 
Lincoln Motor Co. v. Lincoln Mfg. Co., 58 App. D. C. 191 [18 
T.-M. Rep. 804]; and In re Defender Mfg. Co., 58 App. D. C. 
234 [18 T.-M. Rep. 370]. 

We conclude that the use of applicant’s trade-mark as pro- 
posed would be likely to cause confusion and mistake in the mind 
of the public and its use would deceive purchasers, because the 
goods upon which the trade-marks of opposer and applicant are 
affixed have descriptive properties which are the same. The goods 
of both parties are used for the same purposes—to make bread and 
pastries. The use of one may suggest the use of the other. They 
are sold to and used by the same people and some of them are sold 
in the same kind of containers. If no confusion resulted under the 
circumstances of this case, it would be because the goods were so 
totally dissimilar as to permit of no confusion. It follows that 
since there is likely to be confusion, it is by reason of the fact that 
the respective goods have such qualities in common as would make 
confusion probable. 

The decision of the Commissioner of Patents is reversed. 


Garrett and Lenroort, JJ., concur in the conclusion. 
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Tue Heexin Co. v. LawrencesurG Rotter Mitts Company 


United States Court of Customs and Patent Appeals 


April 14, 1980 


Trave-Marxs—Oppostrion—Goopns or Same Descriptive Properties. 

Baking powder and self-rising flour held goods of the same 
descriptive properties. 

ConFiictiInec Marxs—Opposirtion. 

A trade-mark consisting of the words “White Cap” used alone or 
in conjunction with a rounded cap such as is frequently worn by 
chefs, is confusingly similar to a trade-mark consisting of the same 
words associated with a design showing the representation of ocean 
waves with white crests. 


Appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Reversed. For the Commis- 
sioner’s decision, see 19 T.-M. Rep. 29. 


Walter F. Murray and Frank L. Zugelter, both of Cincinnati, 
O., for appellant. 

Edward S. Rogers and Allen M. Reed, both of Chicago, IIl., 
for appellee. 


Garrett, J.: Lawrenceburg Roller Mills Company of Law- 
renceburg, Ind., on February 27, 1926, made application for the 
registration of the words “White Cap” as a trade-mark for use for 
“plain and self-rising flour,’ alleging that such mark had been con- 
tinuously used in its business since December 7, 1925. 

Registration was at first refused on account of registered 
trade-mark No. 88,827 to C. W. Antrim & Sons, but subsequent to 
this refusal there was filed a statement by one of the members of 
the Antrim firm reciting that the firm was no longer using the 
mark, except for coffees, teas, spices and rice and declaring that 
the firm had no objection to Lawrenceburg Roller Mills Company 
registering same for use as applied to flour. 

Following this appellant, the Heekin Company, of Cincinnati, 
Ohio, filed notice of opposition. Proof was taken by both sides and 
the Examiner of Interferences rendered a decision dismissing the 
opposition and adjudging appellee entitled to the registration 
sought. Upon appeal the Commissioner of Patents affirmed the 
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decision of the Examiner and, upon rehearing granted, reaffirmed 
it. The appeal was then taken which brings the issue before this 
Court. 

In its notice of opposition, appellant alleged that for many 
years prior to December 7, 1925, it had been engaged in selling 
teas, coffees, baking powder, spices, flavoring extracts and other 
food products; that it had applied the trade-mark “White Cap” to 
various of its food products, especially “baking powder and flavor- 
ing extracts”; that its long-continued use of the mark had asso- 
ciated that mark in the mind of the public with appellant’s name, 
and caused it to become a means for indicating that goods of the 
same descriptive properties as goods of applicant, bearing the same 
trade-mark, came from appellant; that appellant is the owner of 
two registered trade-marks bearing the words “White Cap”; that 
appellant’s goods are generally and commonly mixed with and used 
in conjunction with flour of various types and kinds for producing 
various products; that the products of the parties are sold to the 
same dealers and distributed through the same channels; that con- 
fusion in origin of the respective products would result from joint 
use of the mark; that the marks are the same, and that appellant 
would be damaged and confusion in trade would result from the 
use of the mark by appellee. 

The mark as registered by appellant on May 6, 1913, for 
baking powder, and on August 4, 1914, for flavoring extracts for 
food and tea show the words “White Cap” in a clear but somewhat 
fancy type arranged in arc formation above a figure which appar- 
ently represents a rounded cap such as is frequently worn by 
chefs. 

The specimen filed by appellee with its application shows the 
words “White Cap” in large, plain, black-faced type, the word 
“White” being above the word “Cap.” While the proceedings were 
pending in the Patent Office, however, appellee amended its design 
so as to show a representation of ocean waves having white sur- 
faces, thus constituting a representation of water breaking into 
waves and forming what are called whitecaps. A sample of this 
design was permitted to be filed during the hearing before us. It 
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shows the letters in plain, black-faced type imposed upon white, 
background letters of the same shape as the black-faced ones and 
slightly larger. Notwithstanding the ocean wave feature of the 
amended design, the words “White Cap” are left so arranged as 
that they constitute the dominating feature of the mark, just as the 
same words constitute the dominating feature of the marks of 
appellant. It appears to us that the distinctive and predominant 
features of the two marks are practically identical. 

It remains to be determined, therefore, whether the goods to 
which they are applied are of the same class, or have the same 
descriptive properties, in the sense of the statute, so that the use 
of the marks upon them would be likely to create confusion in the 
mind of the public or deceive purchasers as to origin. 

We conclude that they should be so held in the light of numer- 
ous adjudicated cases, including the case of Sun-Maid Raisin Co. 
v. American Grocery Company, 17 C. C. P. A. , (see ante p. 
300) decided April 14, 1930, and references therein given. 

Baking powder and self-rising flour are, in a sense, competing 
products. While there is no evidence that they have ever been 
manufactured by the same producer, still their relation to the art 
of cooking and their use in the production of bread and other 
food products is such as to bring them within what we conceive the 
registration statute to have contemplated in using the phrases “same 
class” and “same descriptive properties.” 

In view of the strong probability of confusion as to origin 
when these articles are offered for sale in the same stores and to 
the same purchasers for use in the making of the same finished 
products, we feel appellee should not be permitted the registration 
it seeks. 

The decision of the Commissioner is, therefore, reversed. 
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PoneMAH Mitts v. Universat Crepe & Tissue Mitts, Inc. 
United States Court of Customs and Patent Appeals 
June 4, 1930 


Trape-Marxs—Opposirion—Errect or Decree or Eaurry Court. 
The filing by appellant (opposer) in an opposition proceeding of 
a decree of a federal court enjoining defendant (applicant) from 
the use of the trade-mark sought to be registered, held insufficient, in- 


asmuch as it did not state the facts necessary for a decision of the 
case. 


On appeal from a decision of the Commissioner of Patents, 
dismissing a trade-mark opposition. Decision deferred pending 
hearing. For the Commissioner’s decision, see 18 T.-M. Rep. 132. 


Kenyon § Kenyon (Douglas H. Kenyon, Robert N. Kenyon 
and Lee B. Kemon of counsel), all of New York City, for 
appellant. 

M. S. Meem (James Atkins of counsel), both of Washington, 
D. C., for appellee. 


Per Curiam: In this cause, which is a trade-mark opposition 
case, appellant, on May 12, 1930, presented a motion that this 
court reverse the decision of the Commissioner of Patents and di- 
rect that appellee be refused the registration sought, basing its 
motion upon the provision of a decree of the United States District 
Court for the Southern District of New York. 

A certified copy of the decree was filed from which it appears 
that it was entered in accordance with a mandate of the United 
States Circuit Court of Appeals for the Second Circuit, which man- 
date was issued upon a stipulation between the parties directing 
that a prior decree of the said District Court be reversed “‘and that 
a final decree be entered on behalf of the plaintiffs as prayed for 
in the Bill of Complaint, without profits, damages or costs to either 
party.” 

One paragraph of the decree reads: 


“Further ordered, adjudged and decreed that the defendant be per- 
manently enjoined and restrained from further prosecution of the trade- 
mark registration proceedings for the word “Soisette” now being con- 
ducted by defendant in the Patent Office of the United States, and that 
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the defendant, its attorneys and agents, be ordered to cancel any trade- 
mark registration which it may have obtained of the word ‘Soisette’ for 
or in connection with Toilet Paper or similar goods in the United States 
Patent Office or elsewhere.” 

Appellee made no appearance in this court on the argument 
of the motion, and the motion has been under consideration by us. 

No part of the record in the case brought in the District Court 
of New York was presented to this court, except the certified copies 
of the decree and mandate alluded to above. We, therefore, have 
no knowledge as to when the suit, which we infer from the decree 
to have been, at least in part, an equity proceeding alleging infringe- 
ment and unfair competition, was instituted in the New York court, 
nor are we informed as to the issues of the case. Whether the iden- 
tical issue which is before us was there presented we have no way 
of ascertaining from the mandate or decree. In view of the juris- 
diction of this court in trade-mark registration cases as compared 
with that of courts of equity, the time of filing the New York suit 
may be of importance, as well as the exact issues which were pre- 
sented and the specific forms of relief there sought. We do not, 
therefore, feel that we have before us a record upon which we can 
determine the question raised by appellant’s motion. Accordingly, 
decision upon it will be deferred until the further hearing of the 
case, which hearing will be had at the November session of 
the October, 1930, term of the court. Leave is granted to appellant 
to file, not later than September 1, 1930, a certified copy of the 
record in the New York case, or of such portions thereof as will 
enable this court to ascertain the date upon which the action there 
was instituted, the issues therein involved, the relief sought, and all 
such other features as are necessary in determining the question 
of res adjudicata. Such record or parts thereof need not be printed. 
Leave is also given to the parties to file briefs upon the question of 
res adjudicata as applicable to this case, if they so desire, the brief 
of appellant to be filed not later than October 1, 1930, and the brief 
of appellee not later than October 30, 1930. 
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Lever BrotHers Company v. RiopeLa Cuemicat Co. (now by 
change of name The Tex Company) 


United States Court of Customs and Patent Appeal 


June 4, 1980 


Trapve-Marxs—Opposirion—“Tex” ann “Lux” CoNnFriictInc Marks. 

The word “Tex” held confusingly similar to “Lux,” both used on 

soap and cleaning preparations. 
OppostrionN—ReEveELANCY oF REGISTRATION OF SIMILAR Marks. 

The question whether appellant’s mark is confusingly similar to 
that of a prior registrant cannot be raised in the Court of Customs 
and Patent Appeals, but only in the Patent Office. However, prior 
registrations may be cited to prove that a word of symbol has become 
publici juris. 

OprosiIrlon—QuvuEsTION oF CoNnFUSsING SimiLariry—Ricutr To CoNSIDER 

Morive. 

In determining the question of the likelihood of confusion or mis- 
take to purchasers in the use of two marks, the Court has the right 
to consider the motive of adopting the later mark. 


Appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Reversed. For the Commission- 
er’s decision, see 18 T.-M. Rep. 593. 


Archibald Coz, of New York City, William C. Henderson and 
Spencer A. Studwell, both of Washington, D. C., for ap- 
pellant. 

Wm. L. Edmondston, of Washington, D. C., for appellee. 


Lenroot, J.: This is an appeal in a trade-mark opposition 
proceeding, from the decision of the Commissioner of Patents af- 
firming the decision of the Examiner of Interferences dismissing the 
opposition of appellant and adjudging the appellee entitled to the 
registration of the word “Tex” as applied for. 

Appellant’s trade-mark is the word “Lux,” registered January 
1, 1907, used upon soap and soap powder. 

Appellee’s application was filed on March 26, 1925, and was 
for a composite mark of which the word “Tex” is the dominating 
feature, used upon washing and cleaning compounds. 

No testimony was taken by either side, but stipulations were 
entered into by the parties, agreeing upon the facts relevant to the 
controversy, as follows: 
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“Opposer, Lever Brothers Company, is a corporation organized and 
existing under and by virtue of the laws of the State of Maine, and is 
located and does business in the city of Cambridge, County of Middlesex, 
in the State of Massachusetts. 

“Opposer is the proprietor of United States Certificate of Trade-Mark 
Registration No. 59,032, which was granted January 1, 1907, for said trade- 
mark ‘Lux.’ 

“For more than fifteen years said trade-mark ‘Lux’ has been con- 
tinuously used by Opposer as the name of a compound in flakes, having 
detergent, washing and cleansing properties, a specimen of which is pro- 
duced herewith and marked ‘Opposer’s Package.’ 

“If Floyd S. Davis, Secretary of Opposer, and other witnesses con- 
nected with opposer were called, they would give evidence to prove the 
following: 

“Opposer has expended in advertising said ‘Lux’ during the last ten 
years in excess of Ten Million Dollars. 

“The sales of ‘Lux’ during the last ten years have been more than 
Eight Hundred Million Packages. 

“Applicant, Riodela Chemical Company (now by change of name The 
Tex Company) is a corporation organized and existing under and by virtue 
of the laws of the State of Delaware, and is located and does business in 
the City of Wilmington, County of New Castle, in the State of Delaware. 

“Applicant has pending an application, Serial No. 211,707, filed March 
26, 1925, published in the Official Gazette of June 8, 1926, for the trade- 
mark ‘Tex,’ and this application is involved in this opposition. 

“For more than three years said trade-mark “Tex’ has been contin- 
uously used by Applicant in interstate commerce on his washing and clean- 
ing compounds, a specimen of which is produced herewith and marked 
‘Applicant’s Package.’ 

“If Edward M. Atwood, President of Applicant, and other witnesses 
who would corroborate his statements were called, they would give evi- 
dence showing that: 

“Applicant has expended in advertising said trade-mark ‘Tex’ during 
the last three years in excess of Thirty Thousand Dollars. 

“The sales of ‘Tex’ during the last three years have been more than 
Three Hundred and Fifty Thousand Pounds.” 


The issues in the case are as follows: 


“1. Are the two marks used on goods of the same descriptive proper- 
ties? 

“2. If so, does the mark of appellee so nearly resemble that of ap- 
pellant as to be likely to cause confusion or mistake in the mind of the 
public or to deceive purchasers?” 


If both of these questions be answered in the affirmative, ap- 
pellant must prevail. 

Both of the tribunals of the Patent Office found that the marks 
were used upon goods of the same descriptive properties, and they 
were clearly right in so holding. The goods of both parties are 
washing and cleaning compounds. The goods of appellant are in 
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the form of flakes, while those of appellee are in powdered form. 
That the goods of both parties are of the same descriptive proper- 
ties is so clear that it requires no citation of authority as to the rule 
to be followed in determining this question. 

As to the second question, both of the tribunals found that 
there is no likelihood of confusion or mistake in the use of the two 
marks. 

With due deference to the findings of the Patent Office upon 
this question, we cannot agree with the conclusion there reached. 
It is clear to us that the use of these two words of three letters each, 
each word ending in the letter “x,” upon goods having the same 
descriptive properties, is likely to cause confusion or mistake in the 
mind of the public, and we are of the opinion that the word “Tex” 
was selected in the hope and belief that such confusion would arise 
and that appellee would profit thereby. We do not intimate that 
appellee did not honestly believe that it had a legal right to use the 
word “Tex”; it undoubtedly was thought that its mark had been 
differentiated from that of appellant sufficiently to be protected by 
the law, but that a benefit would be reaped from its close approx- 
imation to appellant’s mark. That appellee had knowledge of 
appellant’s mark at the time it adopted the word “Tex” is fairly 
presumed from the facts set out in the stipulations. 

The word “Lux” is a unique word. It does not even suggest 
to the ordinary mind the properties of the goods to which it is ap- 
plied. Appellee argues that the word “Lux” is from the Latin 
word “lux,” meaning “light,” while appellee’s mark “Tex” is from 
the Latin word “texere,’ meaning to weave, to construct, and that, 
therefore, its word “Tex” is suggestive of cleaning textiles and that 
of appellant is suggestive of the appearance of material after the 
cleaning compound of appellant has been applied to it. 

While the two words have different origins, we do not think 
that either word would be ordinarily understood as appellee asserts. 
We think that the word “Lux” is a mark indicating only origin of 
the goods made by appellant, and we would be of the same opinion 
as to the word “Tex” indicating only origin of the goods made by 
appellee, did it not so nearly resemble the word “Lux” as to be 
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likely to cause confusion with the latter as to the origin of the goods 
to which the mark is applied. 

It must be remembered that the goods to which the marks are 
applied are of common every-day use in the household. They are 
very inexpensive and are consumed in their use. Purchasers, there- 
fore, would not be expected to exercise such degree of care in their 
purchase as would be exercised in more expensive and rarely pur- 
chased articles. International Silver Co. v. The American Silver 
Ce., 19 C.. CG, Pv A. , 37 F. (2d) 622 [20 T.-M. Rep. 76]. 

If a person heard for the first time of a cleaning material bear- 
ing the name of “Lux,” highly recommended, and some time later 
had occasion to purchase or direct the purchase of a cleaning mate- 
rial, it would not be at all unlikely that a cleaning material bearing 
the name “Tex” would be accepted in the belief that it was the same 
as had been recommended to the purchaser. 

We think the observations made by the Court of Appeals for 
the Seventh Circuit in the case of Northam Warren Corporation v. 
Universal Cosmetic Co., 18 F. (2d) 774, are applicable to the case 
at bar. The court said: 

“While the human mind drops and forgets much that it hears and 
sees, yet it holds fast to some word, place, name, sign or symbol contained 
in an advertisement, through which some human need has been supplied, 
and that recollection is carried by the people into times and places far 


removed from the times and places of the publication. 
*- +. * * * 


“One entering a field of endeavor already occupied by another should, 
in the selection of a trade-name or trade-mark, keep far enough away to 
avoid all possible confusion. We can see no purpose or reason for the 
selection of ‘Cuticlean’ by one entering the field where another is doing a 
similar business using as its trade-mark ‘Cutex,’ except it be done with 
the hope that benefit might accrue from the similarity. There can be no 
excuse or justification for such act. 

“Whether there is an infringement of a trade-mark does not depend 
upon the use of identical words, nor on the question as to whether they 
are so similar that a person looking at one would be deceived into the belief 
that it was the other; but it is sufficient if one adopts a trade-name or a 
trade-mark so like another in form, spelling, or sound that one, with a not 
very definite or clear recollection as to the real trade-mark, is likely to’ 
become confused or misled.” (Italics ours.) 


While there are some expressions in the foregoing quotation 
with which we might not fully agree, we think that in a general 
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way it expresses the rule that should be followed in proceedings of 
the character before us. 

Appellant’s use of its trade-mark began more than fifteen years 
before appellee began to use its mark. It was registered in the 
Patent Office more than eighteen years before appellee applied for 
registration of its mark. It is conceded that during the ten-year 
period immediately preceding June, 1927, appellant had sold more 
than 800,000,000 packages of its goods bearing its trade-mark 
“Lux” and had expended during said period more than ten million 
dollars in advertising said ‘““Lux”; that appellee had sold more than 
350,000 pounds of its goods bearing its trade-mark “Tex” during 
the three-year period immediately preceding June, 1927, and had 
expended during said period more than thirty thousand dollars in 
advertising said trade-mark “Tex.” 

In view of the foregoing, we can perceive no possible object 
in appellee’s adoption of the word “Tex” instead of some other 
word as easy to remember, unless it was for the purpose of profit- 
ing by the wide use of appellant’s mark, hoping and believing that 
many purchasers would be confused by the similarity of the two 
names and thus purchase appellee’s goods when really intending 
to purchase those of appellant. 

In the case of Fairbank Co. v. Luckel King & Cake Soap Co., 
102 Fed. Rep. 327, a case similar in some respects to the case at 
bar, the court said: 

“Many precautions were taken by respondent to avoid imitating com- 
plainant’s label. Is it not peculiarly significant that no efforts whatever 
were made in this direction with reference to the selection of a name to- 
tally dissimilar from that of ‘Gold Dust’? Why was ‘Gold Drop’ selected? 
There were plenty of other names that were short and easy to remember. 
Other manufacturers of washing soap had found no difficulty in this re- 
gard; for instance: ‘Pearline, ‘Babbitt 1776, etc. When these facts are 
considered, is it not reasonably clear that in selecting ‘Gold Drop’... . 
there was some intention or design upon the part of the respondent to 
impose ‘Gold Drop’ upon the public as that of ‘Gold Dust’ or at least to 
obtain some advantage or benefit from complainant’s advertised trade- 
name ‘Gold Dust’?” 

So here, why did appellee select the word “Tex” when there 
was a multitude of words that were short and easy to remember, 
bearing no similarity to the word “Lux,” 


any one of which might 
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have been adopted by appellee without any probability of causing 
confusion or mistake in the mind of the public? If its sole purpose 
in adopting a trade-mark was to indicate origin of its own goods, 
we would expect it to select a mark having no similarity to any 
other used upon similar goods. 

Of course, if confusion or mistake is not likely to result from 
the use of the two marks, the motive of the later applicant in adopt- 
ing its mark cannot affect its right to registration; but if, in the 
adoption and use of the mark, there be a purpose of confusing the 
mind of the public as to the origin of the goods to which it is ap- 
plied, we have a right, in determining the question of likelihood of 
confusion or mistake, to consider the motive in adopting the mark 
as indicating an opinion, upon the part of one vitally interested, 
that confusion or mistake would likely result from use of the mark. 
After all, the determination of the question of likelihood of con- 
fusion or mistake in the use of trade-marks must, as a general rule, 
be a matter of opinion, and not the result of testimony produced 
as to the existence or absence of such confusion. Therefore, the 
tribunals of the Patent Office, and this court as a reviewing body, 
may, in cases where one adopts and uses a mark with the motive of 
confusing the mind of the public, consider that motive as one of the 
factors in determining the question of whether use of such mark 
is likely to cause confusion or mistake in the mind of the public. 

We think that the words “Tex” and “Lux” are confusingly 
similar when applied to the goods of the parties herein, and that 
the Commissioner of Patents erred in not so holding. 

Appellee in its answer sets up a large number of registrations 
prior to that of appellant which, it alleges, are closer or more simi- 
lar in sound and appearance to opposer’s mark “Lux” than appli- 
cant’s mark “Tex,” some of which are applied to the same class of 
goods as those of the parties herein. Such marks were not offered 
in evidence, but it asks that we take judicial notice thereof. 

It is unnecessary to pass upon the question of whether we may 
take judicial notice of such marks, for the reason that whether 
appellant’s mark is confusingly similar to the mark of a prior reg- 
istrant cannot be raised by appellee in this proceeding. That ques- 
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tion can only be determined by the Patent Office, and on appeal by 
us, in a cancellation proceeding provided for by statute, where the 
prior as well as the later registrant has an opportunity to be heard 
and both registrants will be bound by the decision rendered. 

Prior registrations may be shown to prove that a word or sym- 
bol in a registered mark has so frequently been used in prior trade- 
marks, registered or unregistered, as to make such word, as applied 
to particular goods, public property, but so far as the record before 
us shows, the word “Lux,” as a trade-mark, originated with appel- 
lant and has never been used by others, either alone or as part of 
a trade-mark. For this reason, the decisions in a line of cases of 
which the case of Goodall Worsted Co. v. Palm Knitting Co., 56 
App. D. C. 148, 10 F (2d) 1013 [16 T.-M. Rep. 91], is an illustra- 
tion, have, in our opinion, no application to the case at bar. 

In the case of Duro Pump & Mfg. Co. v. Thomas Maddock’s 
Sons Co., 17 C. C. P. A. , 86 F (2d) 1005 [20 T.-M. Rep. 54], 
this court said: 





7 . in trade-mark proceedings, as in other cases, the issues must 
be determined in accordance with the facts and circumstances of the par- 
ticular case before the court.” 


So here, taking into consideration the similarity of the marks 
“Lux” and “Tex,” and the similarity of the goods upon which the 
respective marks are used, we are of opinion that the use of the 
word “Tex” by appellee, as applied for, will be likely to cause 
confusion or mistake in the mind of the public, and that it is not 
entitled to have such mark registered. 

The decision of the Commissioner of Patents is reversed. 


Garrett, J., specially concurring: I concur with the majority 
in the opinion that “Lux” and “Tex,” as trade-marks, bear such a 
resemblance as that, when applied to the goods of the same descrip- 
tive qualities (as is the case here), confusion in the mind of the 
public or deception of purchasers would probably result. There 
is at least a doubt which should, under the well-settled practice, 
be resolved in favor of opposer. 
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I do not, however, regard it as necessary or proper to base 
this conclusion, even in part, upon any deduction as to the motive 
of applicant in adopting its word. 

This is a proceeding under the statute; not in equity. It was 
so recognized and treated in the pleadings and briefs of the re- 
spective parties. It is not charged therein that appellee’s motive 
in adopting the mark and seeking to register it was to profit by 
appellant’s advertising or to appropriate the good will of the latter. 
No testimony was taken in the case; the stipulations have nothing 


in them concerning motive. I do not see why the court should give 
any expression upon it. So much for the question of necessity, 
which is the least material ground of my objection. 

What I most gravely question is the correctness of the doc- 
trine embraced in the following words of the majority opinion: 


“ 


. . but if, in the adoption and use of the mark, there be a pur- 
pose of confusing the mind of the public as to the origin of the goods to 
which it is applied, we have a right, in determining the question of likeli- 
hood of confusion or mistake, to consider the motive in adopting the mark 
as indicating an opinion, upon the part of one vitally interested, that con- 
fusion or mistake would likely result from use of the mark. After all, 
the determination of the question of likelihood of confusion or mistake in 
the use of trade-marks must, as a general rule, be a matter of opinion, 
and not the result of testimony produced as to the existence or absence of 
such confusion. Therefore, the tribunals of the Patent Office, and this 
court as a reviewing body, may, in cases where one adopts and uses a 
mark with the motive of confusing the mind of the public, consider that 
motive as one of the factors in determining the question of whether use 
of such mark is likely to cause confusion or mistake in the mind of the 
public.” 


If this were a proceeding in equity involving allegations of 
infringement and unfair competition, the question of motive on the 
part of appellee might constitute a most important factor in the 
determination of the case. If so, it would become the subject of 
testimony; proof would at least be adduced of facts from which a 
court might make a judicial finding upon the question of motive. 
The Fairbank Company case cited and quoted from in the 
majority opinion was such a case. The opinion therein was by the 
United States Circuit Court of Appeals of the Ninth Circuit. It 
dealt not with registration under the statute, but with infringement 
under the common law. 
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Ours is not an equity jurisdiction in cases appealed from the 
Patent Office. Again and again the Supreme Court of the United 
States has held that the jurisdiction of the Court of Appeals of the 
District of Columbia, to which jurisdiction we succeeded by the 
Act of March 2, 1929, in registration proceedings, is purely admin- 
istrative. It has been repeatedly said, in substance, by the Supreme 
Court, that the D. C. Court of Appeals became a part of the Patent 
Office machinery for the purposes expressed in the statute. It is 
not deemed necessary to cite authority upon this well-settled prin- 
ciple. 

The Court of Appeals of the District of Columbia also had and 
still has an equity jurisdiction in infringement cases. It had two 
distinct and separate lines of authority and that court itself recog- 
nized this and declared it in numerous decisions with which the bar 
and most interested laymen, I take it, are quite familiar. 

I have not found in any case by that court, arising under the 
registration statute, where it ever declared that motive might be a 
factor in aiding in the determination of the probability of confu- 
sion. 

How can it be an aid? The majority decision says it may be 
considered ‘“‘as indicating an opinion upon the part of one vitally 
interested that confusion or mistake would likely result from use 
of the mark.” The obvious implication is that such an opinion 
(which in almost all cases would have to be inferred) by a vitally 
interested party, being, I suppose, in the nature of an admission 
against interest, is a proper factor in shaping the opinion of the 
court. 

If this become a rule of this court, then the converse of the 
proposition will have to be taken into account. If a party can suc- 
ceed in convincing the court that he has no motive to confuse, then 
it must be inferred that he has no opinion that it would confuse, or, 
if he had knowledge of the opposing mark at all, that it is his opin- 
ion that it would not confuse. Shall that negative opinion be a fac- 
tor in shaping the opinion of the court? How can the opinion of 
either party be in any way an essential or proper factor in the ques- 
tion? Will the quality of the motive of the parties render a mark 
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confusing which is not otherwise so, or vice versa? It seems to me 
that this court in performing the duty which Congress has seen fit 
to commit to it, in registration cases arising under the statute, has 
only to deal with marks; not motives. 

So far as the instant case is concerned, there is not a hint about 
motive to be found in the record anywhere; no pleading mentions 
it and no testimony refers to it, nor to any act from which motive 
might be judicially determined. It is an inference deduced wholly, 
as I understand it, from the resemblance of the marks since they 
are to be applied to goods of the same descriptive qualities. There- 
fore, in the instant case, one must observe the resemblance of the 
marks before he has the mental concept of possible motive. So the 
line of reasoning seems to be: there is a resemblance between two 
words which are applied to almost identical goods; from this re- 
semblance a motive on the part of applicant will be inferred; from 
that motive it is concluded that appellee was of opinion that its 
word would confuse, and, therefore, this motive shall be a factor 
in aiding in the determination of whether there is marked resem- 
blance which would cause confusion. 

A motive which can only be deduced from a cause already de- 
termined is, nevertheless, to be taken as a factor in ascertaining 
whether that cause really exists. 

Notwithstanding my high regard for the mental equipment and 
alertness of the author of the majority opinion, I find myself un- 
able to accede to the correctness of this view, and, because of my 
belief that the court is here laying down a rule of gravest impor- 
tance, I venture to express my disagreement with that line of rea- 
soning. 

Since ours is a purely statutory jurisdiction I fear that if in 
its exercise we enter the broad field of equity for precedents and 
rules, we shall presently have the practice in statutory registration 
proceedings in such a state of confusion as that litigants under it 
will be at sea as to what proofs to take and what sort of a record 
to build up in the Patent Office. 

I quite agree with the statement in the majority decision that 
“after all, the determination of the question of likelihood of con- 
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fusion or mistake in the use of trade-marks must, as a general rule, 
be a matter of opinion,” but the opinion which must control is that 
of the Patent Office tribunals, or, upon appeal, of this court, and 
not that of the parties litigant. A person proceeding with the best 
of motives may be denied a registration because the marks will 
be found likely to confuse, while others, whose motives may well 
be suspected, will succeed because the marks will be found so dis- 
similar as to negative the likelihood of confusion. 


Tue Apex Evectrrica, Manuracturine Co. v. Lanpers, Frary, 
& Ciark 


United States Court of Customs and Patent Appeals 
May 29, 1930 





Trave-Marxs—Opposirion—“Rotro-Verso” anp “Rorarex”—Non-Con- 
FLICTING Marks. 
The word “Roto-Verso” held not to be confusingly similar to 
“Rotarex,” both used on laundry machines. 
Trave-Marxs—Test or Conrusine SIMILariry. 
In considering whether a trade-name will be confusing or not, 
consideration should be given to the whole word. 
Appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Affirmed. For the Commissioner's 
decision, see 19 T. M. Rep. 38. 


Hadley F. Freeman (Smith & Freeman, of counsel), all of 
Cleveland, Ohio, for appellant. 
John P. Bartlett, of New York City, for appellee. 


GrauaM, P. J.: On December 2, 1926, the appellee, Landers, 
Frary & Clark, a corporation, filed its application, Serial Number 
240,867, for the registration of the trade-mark “‘Roto-Verso,” which 
it claims to have used continuously since October 5, 1926, as 
a trade-mark for laundry washing machines. The appellant filed 
opposition to such registration on February 24, 1927. Said oppo- 
sition is based on ownership and use of the trade-mark “Rotarex,” 
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on clothes washing and wringing machines and ironing machines, 
for a period beginning long prior to October 5, 1926. Opposer’s 
mark was registered in the Patent Office February 27, 1923, and 
is Serial Number 164,962. 

Testimony was taken by both parties and submitted with va- 
rious exhibits. The Examiner of Interferences dismissed the oppo- 
sition and ordered registration. This decision was affirmed by the 
Commissioner. 

It is conceded the goods involved are identical. No actual 
confusion is shown by the record and such testimony as was taken 
throws little or no light on the only question involved here, namely, 
does the mark “Roto-Verso” so nearly resemble the registered 
trade-mark ‘“‘Rotarex” as to be likely to cause confusion or mistake 
in the mind of the public or to deceive purchasers,” as stated in 
Section 5 of the Trade-Mark Registration Act of February 20, 
1905. 

We have been favored by counsel on both sides with elaborate 
briefs and the citation of many authorities. Much of the discus- 
sion centers about the use of the prefix “Rot” or “Rota” or “Rotar”’ 
in these marks. The Examiner of Interferences goes quite exten- 
sively into the proposition that these have become descriptive and 
have a certain meaning in the mind of the public and are, therefore, 
common property which all may use. The Commissioner concurs 
in this view, and, finding that the suffixes “verso” and “ex’’ are not 
confusingly similar, dismisses the opposition. 

We are prepared to agree with the decision of the Patent Of- 
fice in dismissing this opposition, but not with all the reasons given 
therefor. In our opinion, there has been too much refinement of 
reasoning by both the Patent Office and counsel in some of these 
cases in the attempted dissection of words used as trade-names. 
The syllables “rot,” “roto” and “rotar” are not words, either for- 
eign or English, except as to the first, which has a meaning of de- 
cay, not at all associated with the subject-matter here. It is not 
justifiable practice to take some arbitrary trade-name, and pick 
out some group of letters or syllables, having in themselves no de- 
scriptive quality, and argue that because these letters or syllables 
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are a part of a descriptive word in common use, that therefore the 
group of letters or syllables are themselves descriptive. The weight 
of authority, we believe, is to the effect that in order to pick out 
some particular part of an arbitrary word, and designate it as de- 
scriptive, that particular part must be, in itself, descriptive of 
something. Such was the case in John T. Dyer Quarry Co. v. 
Schuylkill Stone Co., 185 Fed. 557 [1 T.-M. Rep. 63], where the 
word “Trappe” was involved; The Best Foods v. Hemphill Pack- 
ing Co., 5 F (2d) 355 [15 T.-M. Rep. 208], where the suffixes 
“coa,”’ “co” and “ko” were held not to be, in themselves, descrip- 
tive, and Oakland Chemical Co. v. Bookman, 22 F (2d) 930, where 
the syllable “di,” in connection with the word “dioxogen” was held 
to be descriptive because, in its common meaning, it meant “double.” 

In considering whether a trade-name will be confusing or not, 
consideration should be given to the whole word. We agree with 
the opinion expressed by Mr. Justice Robb of the Court of Appeals 
of the District of Columbia, in O. § W. Thum Co. v. Dickinson, 46 
App. D. C. 306 [7 T.-M. Rep. 283], where he said: 


“And when it becomes apparent that such an attempt has been made, 
the two marks should not be examined with a microscope to detect minute 
differences, but rather should be viewed as a whole, as the general public 
would view them. The points of similarity are more important than the 


points of difference.” 
To the same effect are Guggenheim v. Cantrell § Cochrane, 
10 F (2d) 895 [16 T.-M. Rep. 81]; Davies-Young Soap Co. v. 
Selig Co., 16 F (2d) 352 [17 T.-M. Rep. 15], and Garrett § Co. v. 
Schmidt et al., 256 Fed. 943, 946 [9 T.-M. Rep. 358]. 
Considering, therefore, these two trade-names as a whole, we 
are of the opinion they are not so similar as to be likely to cause 
confusion within the meaning of the statute. The Examiner, in this 
case, seems to have become somewhat confused as to the effect of 
Section 5 heretofore cited, and has stated that although confusion 
may occur, this is not, in itself, enough to justify the opposition. 
It will be, of course, understood that the question in these cases 
is not whether injury or damages have occurred or will occur to 
the opposer, but whether it will “be likely” to cause confusion or 
mistake. Patton Paint Co. v. Orr’s Zinc White, 48 App. D. C. 221 
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[9 T.-M. Rep. 74]; Waltke v. Schafer, 263 Fed. 650 [10 T.-M. 
Rep. 246]; Lever Bros. v. Armour, 24 F (2) 285 [18 T.-M. Rep. 
171]; Steppacher v. Karr, 236 Fed. 151 [7 T.-M. Rep. 12]. 

We are of opinion, from a consideration of the two trade- 
names involved, that confusion is not likely to result. ‘“Roto- 
Verso” and “Rotarex”’ are not so similar in their sound or appear- 
ance that, in our judgment, the ordinary public would be deceived. 
There is no more apparent similarity than there was in the words 
“Speedway” and “Speedex” which were held to be dissimilar in 
Ansco Photoproducts v. Eastman, 19 F (2d) 720 (see p. 338, post) ; 
“Del Sur” and “Del Monte” in California Packing Corp. v. Pre- 
serving Co., 295 Fed. 289 [14 T.-M. Rep. 212]; “Don Caesar” 
and “Don Carlos” in Chance v. Gulden, 165 Fed. 624; “Sal-Vet”’ 
and “SalTone” in Feil Co. v. Robbins, 220 Fed. 650 [5 T.-M. Rep. 
163]; “Sanatol” and “San-Tox” in Sanatol Chem. Lab. v. DePree 
Chem. Co., 5 T.-M. Rep. 461. 

In our opinion the opposition was properly dismissed and the 
decision of the Commissioner is therefore affirmed. 


Lenroot, J., concurs in the conclusion. 
Buanp, J., dissents. 


Stanparp O1Lr Co. (New Jersey) Stanparp Oi, Company oF 


New Jersey, Substitute Opposer v. Clarence W. Ep.iey 
(Nos. 2355 and 2356) 


United States Court of Customs and Patent Appeals 


May 28, 19380 


Trapve-Marxs—Opposition “Epco” anp “Esso”—Conruictinc Marks. 
The mark “Epco” held confusingly similar to word “Esso,” both 
used as trade-marks on gasoline and oils. 
Opposirion—Practice—IntTropuctTion or New Evipence on APppeat. 
Under the rules of the Patent Office that no new evidence may be 
presented on appeal, the reference by the Commissioner of Patents on 


hearing the appeal to certain registrations supporting appellee’s claim, 
held error. 
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Appeal from decisions of the Commissioner of Patents dis- 
missing two related trade-mark oppositions. Reversed as to both. 
For Commissioner’s decision, see 19 T.-M. Rep. 62. 


Edward §. Rogers, of Chicago, Ill., Thomas L. Mead, Jr. 
(Browne § Phelps, of counsel), all of Washington, D. C., 
for appellant. 

Charles L. Sturtevant (Sturtevant, Mason and Porter, of coun- 
sel), all of Washington, D. C., for appellee. 


Garrett, J.: The above numbered cases, without being form- 
ally consolidated, were briefed together and heard together. The 
issue is identical in both cases and they may be disposed of in a 
single opinion. 

The controversy grows out of the application by appellee for 
registration in the United States Patent Office of the coined word 
“Epco” as a trade-mark for use on gasoline and oils. In one in- 
stance the drawing shows the word affixed upon the side of a pic- 
torial representation of an automobile and in the other on the under 
side of the wings of an airplane. 

Appellant opposes the registrations, alleging ownership, prior 
use and registration of the word “Esso” applied to identical mer- 
chandise. 

The Examiner of Interferences sustained the opposition and 
denied the registration. Upon appeal the Commissioner reversed 
the decision of the Examiner and the matter was then appealed here. 

One question involved in the case relates to a matter of prac- 
tice in the Patent Office. It appears that at the hearing of the 
appeal to the Commissioner applicant sought to introduce as evi- 
dence registrations to various other parties covering “Arco,” 
“Emco,” “Eleco,” “Esco,” “Apco” and “Acco.” Appellant opposed 
this on the ground that under the rules of procedure matter may 
not be added to a record after decision by the Trial Court and pre- 
sented for the first time to the appellate tribunal. 

The Assistant Commissioner said: 

“The opposer’s contention that the applicant may not at this stage of 


the proceeding introduce into the record, as a matter of right, evidence 
bearing upon the question at issue, is certainly sound and sustainable. But 
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this does not preclude an appellate tribunal from taking judicial notice 
of its own records when in its opinion such course appears to be justified. 

“I am of the opinion that in order to determine the character and 
measure of the trade-mark rights of the respective parties, it is necessary 
in this case to consider the registrations to which reference is herein made.” 

In the final decision upon the merits, the Assistant Commis- 
sioner, having admitted the registration referred to, or having held 
that he would take judicial notice of them as records of the Patent 
Office, reversed the Examiner’s decision resting his conclusion 
largely upon the belief that confusion would not result because of 
the number of other marks consisting of the initials of companies 
as a prefix to the suffix “Co.” 

Appellant has assigned as error the admission and considera- 
tion of these marks by the Assistant Commissioner. 

Under the facts of this case, we are of the opinion that in ad- 
mitting and considering these registrations presented for the first 
time upon the hearing of the appeal the Assistant Commissioner 
did fall into error. Under the rules of the Patent Office the parties 
to a trade-mark opposition case are entitled to have the complete 
record upon which the issue is determined presented to the Exam- 
iner and there should not be included on appeal matter not included 
before the trial tribunal. 

The practice in ex parte patent cases is different from that in 
contested trade-mark cases. But even in the former if the appellate 
tribunal rejects an application upon a reference not cited by the 
Examiner the office rules require the return of the case to the Ex- 
aminer, unless the applicant waives the procedure and agrees to 
a hearing before the Board. 

Paragraph (e) of the Patent Office Rule 154 reads: 


“Upon notice given to the opposite party before the closing of the 
testimony, any official record . . . . if competent evidence and pertinent 
to the issue, may be used as evidence at the hearing. (Italics ours.) 


Rule 159 reads in part: 


“Evidence touching the matter at issue will not be considered on the 
hearing which shall not have been taken and filed in compliance with these 
rules.” 


No notice was given by appellee of any desire or purpose to 
introduce the registrations referred to while the matter was pend- 
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ing for trial before the Examiner, and they were not in the case 
until the hearing upon appeal. Opposer was entitled to have them 
presented under the rule, if they were to be presented and consid- 
ered at all. The fact that they were official records of the office 
itself ought not to render them available for the purpose for which 
they were used, except when offered as the rules provide. Opposer 
may have desired to present proof that some or all of the marks 
had been abandoned or cancelled, or that proceedings for can- 
cellation had been entered, or that something had occurred which 
rendered them improper to be considered. While cancellation pro- 
ceedings might have been a matter of record in the Patent Office 
and available to inspection by the tribunals, obviously there could 
have been abandonment of use of which the office could not have 
had knowledge. 

We hold that their admission and consideration in the manner 
presented was error. 

Ordinarily under such a holding we would deem it proper to 
remand the case for retrial in the Patent Office, but under the view 
which we take of it, in the light of the record, that does not seem 
to be necessary now. 


























We do not feel that the prior registrations may be relied upon 
by appellee to secure the registration of his proposed mark, if there 
be such a resemblance between the latter and that of opposer as to 
be likely to cause confusion. 

In American Fruit Growers, Inc. v. Michigan Fruit Growers, 


Inc., 17 C. C. P. A. ——, F (2d) [20 T.-M. Rep. 135], we 


said: 

















“Appellee is not injured by the registration of appellant’s mark, and 
while it may be that appellant is not the originator . . . . neither is ap- 
pellee.” 





Another case in point is that of MacEachen v. Tar Products 
Co.,17C.C. P. A. , F (2d) 















It is perfectly obvious that the words “Epco’” and “Esso” 
have much resemblance. Each consists of four letters of which the 
first and last are the same. When applied upon identical goods it 
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seems to us that confusion would be inevitable. We think the reg- 
istration must be denied to appellee, and the decisions of the Com- 
missioner are, therefore, reversed in both cases. 


Sexton MANUFACTURING Co. v. GoopaLL WorsTeEp Co. 
United States Court of Customs and Patent Appeals 
May 28, 1930 


TrapvE-Marxs—Oppostrion—Goopns or Same Descriptive Properties. 

Union suits, drawers, night shirts and pajamas, made of woven 

textiles, held to be of the same descriptive properties as outer clothing. 
Trape-Marxs—Opposirion—“Patm Beacn”—Derense or Non-Recisrra- 

BILITY. 

Applicant for the registration of the name “Palm Beach” as a 
trade-mark for underwear cannot be heard to complain that registra- 
tion of the word was wrongly granted appellee, as the name is geo- 
graphical. 


Appeal from a decision of the Commissioner of Patents sus- 
taining a trade-mark opposition. Affirmed. For the Commission- 
er’s decision, see 19 T.-M. Rep. 33. 


S. George Tate (Charles R. Allen of counsel), both of Wash- 
ington, D. C., for appellant. 

Pattison, Wright § Pattison (A. S. Pattison and Wm. H. Pat- 
tison of counsel), all of Washington, D. C., for appellee. 


Buianp, J.: Appellant filed application in the United States 
Patent Office for the registration of the words “Palm Beach,” as 
a trade-mark to be used on union suits, drawers, night shirts, and 
pajamas made of woven textiles, and alleged that it had used said 
mark on said goods since January 22, 1926. After notice had been 
duly published, the Goodall Worsted Co., a corporation of the 
State of Maine, filed an opposition, under the provisions of the 
statute, claiming use of the mark “Palm Beach” for textile fabrics 
for the making of outer clothing, and for outer clothing. Appel- 
lant moved to dismiss the opposition, which motion was denied. 
The Examiner of Trade-Mark Interferences dismissed the opposi- 
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tion, and the Assistant Commissioner, acting for the Commissioner 
of Patents, reversed the Examiner of Interferences, sustained the 
opposition and refused registration of applicant’s proposed mark. 
From the decision of the Commissioner, refusing registration, ap- 
pellant appealed to this court. 

The record shows that the opposer adopted the mark “Palm 
Beach” in the year 1916, and built up an extensive business in the 
manufacture and sale of Palm Beach cloth; that its sales during 
the five years preceding 1927 reached approximately $20,000,000 
and that during that time it had expended something like $3,000,000 
in advertising. Opposer is not and has not been a manufacturer of 
ready-made clothing, but licenses others to use the mark on cloth- 
ing made from its cloth. 

Much of appellant’s argument and brief is in connection with 
the proposition that the Goodall Worsted Co. was not the originator 
of the words “Palm Beach’; that “Palm Beach” was the name of 
a town which is a style center, and that it, therefore, was not en- 
titled to a monopoly of the words. This argument leads to the con- 
clusion that appellant does not think appellee had the right to reg- 
ister the mark. Appellant should not be heard to complain of this 
fact since it seeks to register the same mark. American Fruit 
Growers, Inc. v. Michigan Fruit Growers, Inc., 17 C. C. P. A. [20 
T.-M. Rep. 135]. 


Appellant also argues at great length that the goods of op- 
poser are not of the same descriptive properties as the goods of 
appellant and that confusion would not result since the goods of 
opposer are outer garments or materials for making the same, while 
the goods of applicant are under garments. 

The statute provides as follows: 

“Provided, that trade-marks which are identical with a registered or 
known trade-mark owned and in use by another and appropriated to mer- 
chandise of the same descriptive properties, or which so nearly resemble 
a registered or known trade-mark owned and in use by another and appro- 
priated to merchandise of the same descriptive properties as to be likely 


to cause confusion or mistake in the mind of the public or to deceive pur- 
chasers shall not be registered; 
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In the case at bar, the marks are identical, and in our judg- 
ment, the goods are of the same descriptive properties within the 
meaning of the quoted provision of the statute. In consideration 
of these facts, registration should be denied and the Commissioner’s 
decision was correct. California Packing Corporation v. Tillman & 
Bendel, Inc., 17 C. C. P. A. , 88 F (2d) [20 T.-M. Rep. 
238]; B. F. Goodrich Co. v. Olive E. Hockmeyer et al., 17 C. C. 
| , 88 F (2d) [20 T.-M. Rep. 205]; Sun-Maid Raisin 
Growers of Calif. v. American Grocer Co., 17 C. C. P. A. , 
38 F (2d) ——; Sharp & Dohme v. Parke, Davis § Co., 17 C. C. 
P. A. [20 T.-M. Rep. 79]; 87 F (2d) 960; Di Santo v. Guarneri, 
57 App. D. C. 89, 17 F (2d) 677 [17 T.-M. Rep. 125]; In re De- 
fender Mfg. Co., Inc., 58 App. D. C. 234, 26 F (2d) 1012 [18 
T.-M. Rep. 370]. 

The decision of the Commissioner of Patents is affirmed. 


LurkIn Rute Co. v. Master Rute Mre. Co., Inc. 
United States Court of Customs and Patent Appeals 
May 28, 1930 


Trave-Marxs—Opposirion—Cotor—Rep versus Brug on Rvtes. 
Appellant, by the registration of the words “Red End” and a dis- 
tinctive red coloring as a trade-mark for rules, did not obtain such 
a broad right as to exclude others from registering as trade-marks 
designs of different colors for similar goods. The Commissioner’s de- 
cision dismissing the opposition to a mark consisting of the words 
“Blue End” and a blue color design was, accordingly, affirmed. 


Appeal from a decision of the Commissioner of Patents, dis- 
missing a trade-mark opposition. Affirmed. For the Commission- 
er’s decision, see 19 T.-M. Rep. 63. 


Garrett, J.: The appellee (applicant) on December 14, 
1922, made application for registration, under the Trade-Mark Act 
of 1905, for rules, folding rules and extension rules, of a mark con- 
sisting of two arbitrary features, viz. (a) the words “Blue End” 
and (b) the coloring blue of the ends of the rules, the words to be 
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applied by being stamped ‘‘on the wood of the rule, and upon the 
packages containing the same, by placing thereon a printed label 
upon which the trade-mark is shown.” 

Appellant (opposer) on June 30, 1927, filed notice of oppo- 
sition to the registration, alleging, in substance, that it did, “prior 
to applicant’s claimed date of use, adopt and begin to use the trade- 
mark ‘Red End’ and a distinctive color design on the end of the 
rule,” which it has since continuously used; that it has expended 
much money in advertising; that it has built up a valuable business 
in rules so marked; that use by applicant of its blue design and the 
words “Blue End” would create confusion in the trade and deceive 
purchasers, the goods of the respective parties being identical; that 
it is the owner of trade-mark, registration No. 224,093, issued Feb- 
ruary 15, 1927, for folding rules (this mark consisting of coloring 
the ends red) and that the use of its mark by applicant will work 
serious injury to the business of opposer. 

Appellee filed answer in which denials were made of a number 
of the allegations of the notice. As we view it, the material por- 
tion of its answer is embraced in the following paragraphs which 
are also in the nature of allegations: 


“4. That the Trade-Mark, Registration No. 224,093, issued February 
15, 1927, for Folding Rules, is limited to the color ‘Red,’ upon the end 
faces of the section of the Folding Rule. 


“5. Application further alleges that if the Opposer has a valid Trade- 
Mark, it is so because, and only because it is limited to the color ‘Red,’ 
and that limitation permits the use by others, including the applicant, of 
other colors, and that the applicant does not infringe such Trade-Mark 
because it uses the color ‘Blue’ upon the end faces of its Rule. 


“6. Applicant further alleges that the two marks are dissimilar, and 
will not result in a reasonable probability of confusion or mistake in the 


minds of the public.” 

Proof was taken only by appellant (opposer). A number of 
exhibits were filed, including samples of the goods of the respective 
parties, and there were certain stipulations as to what certain wit- 
nesses would testify, if called. 

The Examiner of Interferences dismissed the opposition, hold- 
ing applicant entitled to registration; his decision was affirmed by 
the First Assistant Commissioner and the matter is before us on 
appeal for the latter decision. 





332 TWENTY TRADE-MARK REPORTER 


Since the competing goods are admittedly identical in char- 
acter, the issue as presented to us is whether the marks are of such 
close resemblance as that their application to the goods would be 
likely to create confusion in the mind of the public or deceive pur- 
chasers. In determining this, the question must necessarily be con- 
sidered in light of the legal rights, under the statute, of both par- 
ties to the proceeding, and in the light of any legal limitations in- 
herent in the marks by reason of their nature. 

It is obvious that the issue in the case is not confined simply 
to the words of the respective marks, because in each instance the 
words are connected up in use with the feature of coloring the ruler 
ends. 

It appears that appellant is the owner of two registrations. 
The first is for the words “Red End” alone. This mark was regis- 
tered April 27, 1926, which was shortly after the time appellee 
claims to have begun the use of “Blue End” and nearly eight months 
prior to the latter’s application. It is numbered 212,178, and was 
based upon an application filed October 24, 1925. The second reg- 
istration, No. 224,098, bears date of February 15, 1927, and is 
based upon an application filed January 26, 1926. It states: 


“The mark consists in coloring red the end faces of the sections of 
the folding rule.” 


Since appellee’s application was made December 14, 1926, it 
was for a time copending with the latter application of appellant, 


and was pending at the time appellant’s latter mark was granted 
registration. 


Appellee’s entire mark is contained in one application consist- 
ing of the words and the coloring of the ends. 

In its notice of opposition appellant pleaded ownership of only 
its latter registration, the coloring of the ends, but alleged adop- 
tion and use of the word mark and proved it in taking testimony. 

So far as the colored ends on the rules of the respective par- 
ties are concerned, taken alone, there is no trade-mark registration 
notice stamped upon them. In appellant’s case its prior mark of 
“Red End” is printed upon the side of the rule with the notation 
of registration in the usual form. That portion of appellee’s mark 
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which consists of the words is likewise printed upon the side of 
the rule, but of course without any registration notation. 

From the pleadings, proof, oral argument and printed brief 
of appellant, it is obvious that its desire is to have the court hold 
that, by reason of its use and registration of the red-colored ends 
for its products, it has acquired an exclusive trade-mark right to 
colored ends applied to rules. Should it be held that appellee may 
not have blue-colored ends, on account of appellant’s red-colored 
ends, then it would logically follow that the use of any other color 
on ruler ends would conflict with appellant’s red-color trade-mark, 
and so appellant would have secured a complete monopoly upon 
all colored ends for rules, through the use and registration by it of 
a single color. 

To give to appellant’s mark any such broad interpretation, it 
seems to us, would be to overrule the sound philosophy and clear 
reasoning of a long line of decisions, beginning with the case of A. 
Leschen & Sons Rope Co. v. Broderick & Bascom Rope Co., 201 
U. S. 166, 170 [26 S. Ct. Rep. 47]. 

In its brief appellant has quoted from the opinion of the court 
in the Leschen case and emphasized certain sentences of it as sup- 
porting its contention here made. It seems to us that appellant 
misinterprets the meaning of the decision taken as a whole and even 
of the very sentences which it emphasizes. 

In that case the registration of the trade-mark in issue said: 


“The trade-mark consists of a red or other distinctively colored streak 
applied to or woven in a wire rope. The color of the streak may be varied 
at will, so long as it is distinctive from the color and body of the rope. 

“The essential feature of the trade-mark is the streak of distinctive 
color produced in or applied to a wire rope. 


“The mark is usually applied by painting one strand of the wire rope 
a distinctive color, usually red.” 


The Supreme Court said: 


“It is true that the drawing . . . . shows one of the strands colored 
red; and if the trade-mark were restricted to a strand thus colored, per- 
haps it might be sustained; but the description of a colored streak, which 
would be answered by a streak of any color painted spirally with the strand, 
longitudinally across the strands, or by a circular streak around the rope, 
was held by both courts, and we think properly, too indefinite to be the 
subject of a valid trade-mark.” (Italics quoted.) 
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When appellant sought the registration of February 15, 1927, 
the one which it pleads in this action, if it had not restricted its 
application to a specific color, or to specific colors, the Patent Of- 
fice, under the rule immediately above quoted, would have been 
compelled to reject it, or, had it been granted, then, upon an ap- 
pearance in court, it would have gone the way of the wire rope color 
trade-mark of Leschen & Sons in the case cited. 

By confining its application to a specific color it secured reg- 
istration. The validity of that registration is not in issue before 
us and we have no concern with it, but the issue here presented 
necessitates its interpretation, accepting it as valid. 

One clear meaning of the Supreme Court’s decision in the 
Leschen case is that a registrant may not, under a general color 
description in its registration, secure a valid trade-mark upon one 
specific color. Here appellant seeks upon the basis of a registra- 
tion of one specific color to secure in effect an exclusive trade-mark 
right as to all colors. 

The courts would have denied appellant protection as to one 
had it tried by a general color designation to have obtained exclu- 
sive rights in.all. Here he asks a court to protect him against all 
because he has secured registration of one. 

This we think the court cannot do. Appellant is entitled to 
such protection as is possible upon what it has—a registration of 
the color red upon rule ends with the also registered words “Red 
End” indicating the so-called design, but the general color field is 
not foreclosed to others engaged in the same art, and since appellee 
is entitled to use the blue color upon its rule ends it is also entitled 
to use the words which indicate its so-called design—“Blue End.” 

In view of the emphasis placed by appellant upon certain 
quoted sentences from the Supreme Court’s opinion in the Leschen 
case, supra, we advert to them. 

It is said: 


“ 
. 


. . . If color be made the essential feature, it should be so defined 
or connected with some symbol or design that other manufacturers may 
know what they may safely do.” 
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In the instant case appellant made the red color on the rule 
ends the essential feature of its registration. It so defined it in 
the application and, in practice, so designated it by the words “Red 
End.” Other manufacturers are placed upon notice that red for 
such use is preempted. They know that they must avoid red, but 
appellee correctly concluded that in law this preemption does not 
apply to all colors. 

Another statement of the opinion is: 

9 . although it might be possible to claim the imprint of a colored 


figure on a wire rope, the figure should be so described that other manu- 
facturers would know how to avoid it.” (Italics ours.) 


In the case at bar there is no figure upon, or in connection with, 
the colored ends. There is in fact no design, in the common accept- 
ance of that term, applied to the colored ends. Whatever of design 
there is consists simply in the coloring of the ends. 

The Supreme Court’s opinion further says, and this seems 
peculiarly applicable: 

“Upon the plaintiff's theory, a wire rope containing a streak of any 
description or of any color would be an infringement, and a manufacturer 
honestly desiring to distinguish his wire rope from that of the plaintiff's 
by difference in color might, by adopting a white streak running along the 
length of the rope across the strands, find himself an infringer, when his 
real object may have been to obtain a mark which would distinguish his 
manufacture from that of the plaintiff's. Even if it were conceded that a 


person might claim a wire rope colored red or white, or any other color, it 
would clearly be too broad to embrace all colors.” (Italics ours.) 


Appellant alleges that the motive of appelle in adopting its 
blue end design, and the words describing it, was manifestly that 
the latter might profit from the former’s previously conceived idea 
and practice of coloring the rule ends. That may be true, and, if 
true, this court has no sympathy with it. To the extent of our 
authority this court is ready to protect the owners of trade-marks 
and assure their value. We have applied and shall continue to 
apply the oft-repeated rule that any doubt as to registrability, when 
registration is opposed, will be resolved in favor of the prior en- 
trant, but we are bound by the terms of the statute properly con- 
strued, and surely a clear and unambiguous decision of the Supreme 
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Court of the United States is authority which we must accept as 
binding. 

Appellant here insists, however, that since the decision of the 
Supreme Court in the Leschen case, supra, the Court of Appeals 
of the District of Columbia, while it had the jurisdiction which this 
court now has, did not follow the Supreme Court’s decision, or per- 
haps distinguished another case from that decision, and refused reg- 
istration of a yellow stripe for a wire rope trade-mark to Broderick 
§ Bascom Rope Company upon the opposition of Leschen & 
Sons, 36 App. D. C. 451; 1911 C. D. 312, 164 O. G. 977 [1 T.-M. 
Rep. 37]. This case was decided in February, 1911, and we have 
carefully examined the opinion. It and another case decided the 
same day were apparently followed in the case of in re Eagle Pen- 
cil Co., 1912 C. D. 572; 185 O. G. 1883; 89 App. D. C. 361 [3 
T.-M. Rep. 64], decided by the same court December 2, 1912. At 
least the former cases were cited in the latter. 

Assuming, without attempting to distinguish them, that appel- 
lant’s construction of these several opinions is correct and that they 
are not, in their reasoning, in entire harmony with the Supreme 
Court opinion, later authorities do follow that opinion, so far as 
we have been able to ascertain, without exception. 

In Leschen & Sons Rope Co. v. Fuller et al., 218 Fed. 786, 
788 [5 T. M. Rep. 87], the United States Circuit Court of Appeals 
of the Eighth Circuit spoke very definitely upon the question: 


“A colored strand, not registered to any color, is not a valid trade- 
mark. . . . if that is a valid trade-mark, it is so because, and only because, 
it is limited to a red stripe or strand, and that limitation permits the use 
by others of wire ropes with strands of other colors, and the defendants 
do not infringe that trade-mark because they use a yellow strand.” 

An in re Johns-Manville, Inc., 2 F (2d) 944 [15 T.-M. Rep. 
29], the Court of Appeals of the District of Columbia evidently 
turned from any doctrine asserted in the cited cases and claimed 
by appellant to be out of harmony with the Supreme Court decision, 
and rested its conclusion upon the case immediately above quoted 
and the first Leschen case by the Supreme Court. 

Appellant insists, however, that the fact that appellee locates 
its color in the same place as the color of appellant, that is, upon 
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the ruler ends, and locates its words “Blue End” in the same rela- 
tive position as the “Red End” words of appellant are located, con- 
stitutes mark resemblance in the statutory sense. Upon this ques- 
tion the case of Gandy Belting Co. v. Victor-Balata § Teztile Belt- 
ing Co., 215 Fed. 795 [4 T.-M. Rep. 506], seems directly in point. 
It was there held by the United States District Court of the East- 
ern District of Pennsylvania, as stated in the syllabus: 


“Where complainant and defendant manufactured canvas belting and 
complainant adopted as a trade-mark a green line or stripe applied to 
one edge of the belt, directing in its advertising that consumers should 
‘look for the green edge,’ such mark, if valid as a trade-mark was not in- 
fringed by defendant coloring both edges of its belting a brilliant black.” 


In the course of that opinion the Court said: 


“Waiving the question of the validity of this trade-mark, and conced- 
ing it to give a proprietary right to a green color applied to one edge of 
the belting the plaintiff complains of the defendant, not in that it has put 
one green edge on its belting, but in that it has colored both edges a ‘bril- 
liant black’. . . . A claim of monopoly of right, either at common law or 
under the trade-mark statutes, in the privilege or practice of making the 
edges of the belting of any color is certainly too broad.” 


From the decision in Dodge Mfg. Co. v. Sewall § Day Cord- 
age Co., 142 Fed. 288, we quote the following: 


“If the complainant has any trade-mark it is plainly confined to a blue 
thread, for that is the only mark the complainant ever used. To allow the 
complainant the exclusive right of twisting into rope threads of any and 
all colors would give it a monopoly of the only practicable way of making 
rope. Where a trade-mark is a figure or design, the owner’s right may 
well cover that figure or design reproduced, in any color, for the identity 
of figure may mislead the purchaser in spite of the difference of color. In 
this case the defendant’s red thread will emphasize the difference between 
its rope and the complainant’s blue thread rope, and cannot deceive any- 
body. It follows, therefore, that the defendant has the right to continue 
its present red thread manufacture.” (Italics ours.) 


In the case of Plough Chemical Co. v. Bullion, 5 F (2d) 117 
[15 T.-M. Rep. 225], the Court of Appeals of the District of 
Columbia affirmed the decision of the Commissioner of Patents al- 
lowing registration of the mark “Red and White’ despite the oppo- 
sition of the owner of a mark composed of the words “Black and 
White,” saying among other things: 


“The respective terms naturally suggest contrast, rather than identity, 
when applied to articles of merchandise.” (Italics ours.) 
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The difficulty confronting appellant is that it chose its mark 
from a field which is not possible of preemption by it, under the 
registration law, and appellee elects to exercise a legal right which 
this court may not deny it, and enter that field for a mark of its 
own. 

Distinctions in colors, to all persons having normal eyesight, 
are obvious. Blue is not easily mistaken for red, nor red for blue. 
They present contrasts. The idea of colored ends for rulers may 
have originated with appellant, but color trade-marks are not new, 
and the trade-mark registration statute is concerned simply with 
the mark and not, like the patent laws, with invention. 

In view of the fact that appellant’s rights under its registra- 
tions are confined to a specific color, and must be so confined if the 
marks are to retain validity, and in view of the further fact that 
the blue color does not resemble the red color, and that the word 
“Blue” does not resemble the word “Red,” these respective colors 
and words being the dominant features of the respective marks, we 
do not think it should be held that the marks are confusibly con- 
flicting. 

The decision of the Commissioner is affirmed. 


Ansco Puotopropucts, Inc. v. Eastman Kopax Co. 
(19 F (2a) 720) 


Court of Appeals of the District of Columbia 
May 2, 1927 


Trape-Marxs—Oppostrion—“Speepway” AND “SPEEDEX”—NON-CONFLICTING 

Marks. 

The word “Speedway” held not confusingly similar to the word 
“Speedex,” both used on photographic appliances, inasmuch as the 
common syllable “speed” is descriptive, and the last syllables of the 
respective marks plainly dissimilar. 


Appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Affirmed. For the Commission- 
ers decision, see 16 T.-M. Rep. 197. 
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P. §. Hopkins, of Binghamton, N. Y., and P. A. Blair and 
J. H. Kilcoyne, both of Washington, D. C., for appellant. 
Melville Church, of Washington, D. C., for appellee. 


Before Martin, Chief Justice, and Ross and Van OrspeEL, 
Associate Justices. 


Martin, C. J.: Appeal from a decision overruling an oppo- 
sition to the registration of a trade-mark. 

On July 24, 1924, the Eastman Kodak Company applied for 
the registration of its trade-mark “Speedway” for photographic 
sensitized material, particularly plates. The application was op- 
posed by the Ansco Photoproducts, Inc., because of the alleged 
similarity of the mark with opposer’s trade-mark “‘Speedex,”’ which 
was registered for similar goods on January 18, 1916. Opposer 
claimed that “Speedway” and “Speedex” so nearly resembled one 
another as to be likely to cause confusion in the public mind, if both 
were used as trade-marks for the same kind of goods. 

It appears that the Eastman Kodak Company, since 1908, has 
used the word “Speed” in a purely descriptive sense, having refer- 
ence to quick operation and results, for certain of its films, plates 
and cameras. Such goods were designed as speed films, speed 
plates, and speed Kodaks, and were so labeled and advertised. Be- 
ginning in 1913, opposer's predecessor began the use of the trade- 
mark “‘Speedex” for its films and cameras, and obtained registra- 
tion thereof on January 18, 1916. In the year 1924 the Eastman 
Kodak Company adopted the trade-mark “Speedway” as aforesaid, 
and applied for its registration. The application was met by the 
present opposition. 

The opposition has been overruled and dismissed by concurrent 
decisions in the Patent Office, and we agree with these decisions. 
The suffixes of the competing marks, to wit, “ex” and “way,” if 
taken alone, are of course plainly dissimilar. Therefore, whatever 
similarity exists between the two marks must result from the use 
of the word “Speed” which is the dominating term common to both. 
That word, however, is descriptive and of common right; and 
neither party can claim an exclusive right to its use, either alone 
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or with the dominating element of a compound word. Such, how- 
ever, in effect, is the right claimed by the present opposition; it 
cannot be sustained. S. R. Feil Co. v. John E. Robbins Co. 
(C. C. A.) 220 F. 650 [5 T.-M. Rep. 163] (“Sal-Vet” and “Sal- 
Tone’); Sheffield-King Milling Co. v. Theopold-Reid Co., 50 App. 
D. C. 200, 269 F. 716 [11 T.-M. Rep. 73] (“Jean Baptiste Fari- 
bault” and “Faribault Fancy”); Patton Paint Co. v. Sunset Paint 
Co., 53 App. D. C. 348, 290 F 323 [13 T.-M. Rep. 345] (“Sun-Glo” 
and “Sun-Proof’’) ; Reo Motor Car Co. v. Traffic Motor Truck Cor- 
poration, 55 App. D. C. 227, 4 F. (2) 308 [14 T.-M. Rep. 35] 
(“Speedboy” and “Speed Wagon’’); Goodall Worsted Co. v. Palm 
Knitting Co., 56 App. D. C. 148, 10 F. (2d) 1013 [16 T.-M. Rep. 
91] (‘“Palm-Knit” and “Palm Beach’). See, also Standard Paint 
Co. v. Trinidad Asphalt Co., 220 U. S. 446, 31 S. Ct. 456, 55 L. Ed. 
536 [1 T.-M. Rep. 10]. 
The decision of the Commissioner of Patents is affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Applicant Not Owner 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, as a trade-mark for sewing machines, 
the notation “Sewhandy,” where the labels or specimens submitted 
as showing the use of the mark would not indicate that the goods 
were manufactured by or for the applicant, but were manufactured 
by the Standard Sewing Machine Company. 

In his decision, he said: 

“The situation is presented, therefore, of the applicant company seek- 


ing registration of a trade-mark which is so used as to indicate ownership 
or origin of the goods in another company.” 


Then after noting that, in an affidavit filed by the president of 
the applicant company, it was stated that ownership of the mark 
was in that company, that the goods were designed and developed 
into commercial form by its employees and the Standard Company 
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merely manufactured the machines for the applicant, the First 
Assistant Commissioner said: 


“The foregoing establishes clearly enough that the alleged owner of 
the mark, the Osann Company, has applied for registration of a mark 
which is used in such a way as to indicate the Standard Sewing Machine 
Company is the owner or the originator of the goods. It is clear enough 
registration under these conditions should be refused. Registration can 
only be obtained by the owner of a mark, Section 1 of the Trade-Mark Act 
of February 20, 1905. The applicant, while appearing before this office as 
the owner, uses the mark before the public and in business in a manner to 
substantially state that the Standard Sewing Machine Company is the 
owner. The office should not further deception of this kind.” 


Cancellation—No Proof of Damage 


Kinnan, F. A. C.: Held that John J. Smith had made out no 
ground for the cancellation of the registration issued to the Ameri- 
can Eagle Aircraft Corporation of a trade-mark for airplanes con- 
sisting of the representation of an eagle with outspread wings in 
the act of taking flight, with the words “The American Eagle” 
therebeneath. 

In his decision, after stating that the only ground alleged for 
cancellation was the previous copyrighting by Smith of a drawing 
or design of an airplane upon which appears the words “The Ameri- 
can Eagle,” and referring to a copy which had been filed of the 
decision of the United States Court of the Western District of Mis- 
souri dismissing a bill for infringement of the copyright, brought 
by Smith against the registrant, the First Assistant Commissioner 
said: 


“The only ground upon which the petition in the case at bar is based 
is this copyright obtained by the petitioner and clearly enough this does 
not support any claim of damage. As was stated by the court in the case 
in the suit above noted, ‘it is questionable whether the emblem of the eagle 
and the words, “The American Eagle,” are copyrightable, separate and 
apart from the drawings. Plaintiff has not attempted to secure a copy- 
right of this emblem and the said words apart from his design or draw- 
ings.’ Since the registrant is not using the design of aircraft for which 
the petitioner obtained his copyright and since the registrant is presumably 
using the emblem and words as a trade-mark upon goods in commerce 
while the petitioner is not so using them, it is clear the latter has pleaded 
no ground of damage.” 


1 Ex parte Frederick Osann Co., 156 M. D. 332, April 3, 1930. 
* John J. Smith v. American Eagle Aircraft Corp., 156 M. D. 343, April 
28, 1930. 
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Color 


Kinnan, F. A. C.: Held that the applicant is not entitled to 
register, under the Act of 1905, as a trade-mark for wood, metal 
and stone-working hand edge teels, a mark described as consisting 
in “coloring the tool handle portion ‘blue’ down to the polished por- 
tion.” 

The ground of the decision is that this coloring would not func- 
tion as a trade-mark. 

In his decision, after noting that the Examiner called attention 
to the fact that handles of tools are often painted for utilitarian 
purposes and stating that it is well settled that mere color cannot 
constitute a valid trade-mark and citing certain decisions with ref- 
erence to the so-called “color” marks, the First Assistant Commis- 
sioner said: 


“In the case at bar the coloring of nearly the entire tool is not deemed 
to constitute any particular design or symbol. The average purchaser 
would be quite likely to think the color was for protective and ornamental 
purposes. There is some discussion in the record as to these parts having 
been previously colored black. It is not clear whether this has been shown 


to be the case. However this may be, it is deemed plain the applicant is 
not entitled to register a solid color extending almost over an entire tool 
as a trade-mark.” 


* Ex parte The Cincinnati Tool Company, 156 M. D. 329, April 2, 1930. 





